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Summary
The Internet is a unique medium never before seen and its introduction is
probably only rivalled by that of television. It is unique in the sense that
every person connected to the Internet has the possibility of interacting with
other people across the globe simultaneously. The tools introduced to
facilitate this interaction are IP-addresses and domain names. Domain names
are connected to the IP-addresses and are what most people associate with
the Internet. By using domain names we can easily locate websites
originating from our next-door neighbour or the Government of Australia.
When the Internet was first introduced not many people thought that it had
any future and persons with slightly lower moral standards than the average
man, or just those interested in making easy money, started registering the
trademarks of companies as domain names. This was of course not
acceptable to trademark holders who had spent large amounts on building a
reputation for their marks. 

In 1999 the Internet Corporation for Assigned Names and Numbers
(ICANN) introduced a Uniform Domain Name Dispute Resolution Policy
(UDRP or the Policy) to combat these abusive registrations. The UDRP is
incorporated into the registration agreement of those domain names
registered in so called generic Top Level Domains administered by ICANN.
A trademark holder who considers his or her marks infringed by a domain
name registration may file a compliant with any of the ICANN-approved
dispute resolution providers. Either a single panellist or a three-member
panel then settles the dispute. This is not a final settlement since either the
trademark holder or the domain name holder has the option of taking their
case to a national court.

This thesis will focus on issues of effectiveness and fairness concerning the
UDRP as well as discussing the legal nature of the Policy. 

Many people would probably label the legal nature of the UDRP as
arbitration and it does have much in common with the latter but there are
also some features that clearly indicate otherwise, not least the fact that the
decision of the UDRP-provider is not final. There are also several
procedural issues such as party-autonomy and deadlines that shows that the
UDRP is not a clear case of arbitration or anything else for that matter. It
does appear that the UDRP is a completely unique dispute resolution
mechanism and that such a fact combined with the background of the Policy
has much too do with issues of efficiency and fairness.

When it comes to determining the efficiency of the UDRP there is no easy
way of coming to a conclusion. Efficiency is not properly defined in any of
the extensive lists of documents related to the Policy. The only clear
indication is in a World Intellectual Property Organisation (WIPO)
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document that the UDRP is based on. In said document effectiveness was
linked to the prevention or reduction of abusive domain name registrations.
Whether the UDRP fulfils this criterion or any other possible definition of
efficiency is very difficult to determine since material about the number of
disputes prior to the introduction of the UDRP are very scarce.

Fairness of the UDRP has been a hot spot and source of much controversy
between trademark holders and the intellectual property community on one
side and domain name holders and Internet-advocates on the other side.
Critiques claim that the UDRP is unfair since it gives complainants too
much influence over who settles the dispute and that certain providers are
biased creating a situation where forum shopping appears. The procedural
rules have also been criticised for favouring complainants at the expense of
domain name holders. There are certainly indications that the UDRP is
unfair in some aspects but it has to be remembered that it was introduced to
combat abusive registrations. As such no innocent parties were intended to
get caught by the procedure. Despite this certain cases have involved
domain names incorporating names clearly beyond the scope of the UDRP.
The result is that innocent parties are being caught by rules designed for
disputes over abusively registered domain names.

Many proposals about how the UDRP could be changed have been
presented, some better than others, and most of then concern the selection
and composition of the panel that decides the case. Statistics suggest that a
three-member panel usually result in a situation where parties win about 50
% each of all cases while complainants win between 70 and 80 % when a
single panellist is selected. A mandatory three-member panel has thus been
introduced as the most suitable composition. The process for selecting
panellists has also generated many proposals but unfortunately most of them
do not reduce the original problem of forum shopping.

Despite definition problems the UDRP appears to have been a success
although it is now in need of a makeover.
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Abbreviations
ACPA Anticybersquatting Consumer Protection Act.
ADNDRC Asian Domain Name Dispute Resolution Centre.
ADRP Alternative Dispute Resolution Policy.
ARPANET Network created by United States Defense Advanced Research

Project Agency (ARPA). Predecessor to the Internet.
CoA Court of Appeals.
CRP CRP (Center for Public Resources) Institute for Dispute

Resolution.
DNSO Domain Name Supporting Organisation.
Final Report Final Report of the First WIPO Internet Domain Name

Process.
IAHC Internet International Ad Hoc Committee.
IANA Internet Assigned Numbers Authority.
ICANN Internet Corporation for Assigned Names and Numbers.
ICC International Chamber of Commerce.
ccTLD country code Top Level Domain.
gTLD generic Top Level Domain.
IP-Address Internet Protocol Address.
NAF National Arbitration Forum.
NSI Network Solutions Inc.
RDNH Reverse Domain Name Hijacking.
TLD Top Level Domain.
UDRP Uniform Domain Name Dispute Resolution Policy (the

Policy).
UK United Kingdom of Great Britain and Northern Ireland.
UNCITRAL United Nations Commission on International Trade law.
US United States.
U.S.C. United States Code.
WIPO World Intellectual Property Organisation.
WWW World Wide Web.
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1 Introduction
“If the system is to gain the acceptance and the respect of the public, it must
not only be fair, but must also appear to be fair”1

M. Scott Donahey, UDRP Panellist.

1.1 Subject and purpose

The Internet is today viewed as just one of many channels when it comes to
delivering news, information etc. around the globe. In a similar way as
television and radio have done for years, and before them newspapers,
magazines and books, the Internet is fast becoming an everyday medium for
large parts of the population. It is common part of a company’s PR-strategy
to be seen on the Internet, be it a small local merchant or a global market
actor such as Microsoft or Nokia. Domain names have suddenly become big
business and there are hundreds if not thousands of companies involved in
the business of buying and selling domain names. A clear evidence of this
was the 1999 sale of www.business.com for the staggering amount of US$
7,500,000.2 What may come as a chock to many companies about to launch
their own websites is that someone else has taken ”their” domain name.
How this may happen despite trademark registrations is probably a common
question among many businesses.

One small matter that appears to have been overlooked by companies is that
trademark law and most other intellectual property rules are national while
the Internet is a global phenomenon. If a company is called Joe carpenter in
New York there may be an additional five companies with the same name in
other English-speaking countries but there is only one that can register the
domain name joecarpenter.com. On a global scale it is easy to see how this
has become such a major problem.

Since many people and companies for that matter have realised that there are
money to be made in this business it was only a matter of time before
someone would start registering protected marks as domain names.
Ultimately trademark owners realised what had happened and claimed
trademark infringement. At first there was some concern as to how this
problem should be dealt with since they were facing a conflict between this
new and exiting thing called the Internet and the old rules of intellectual
property.
                                                
1 Donahey, M. Scott. The Uniform Domain Name Dispute Resolution Process and the
appearance of partiality. Panelists impaled on the horns of a dilemma. Journal of
International Arbitration 19(1): 35, 2002. Hereafter Journal of International Arbitration
19(1): 2002.
2 http://www.bild.t-online.de. /BTO/computer/meinehomepage/teuerste
__domains/popups/teuerste__domains,templateId=renderPopup.html, last visited January
5th 2003.

http://www.business.com/
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ICANN, the Internet Corporation for Assigned Names and Numbers, which
today is the body in charge of domain name issues, has introduced a
Uniform Domain Name Dispute Resolution Policy (UDRP or the Policy) to
assist trademark holders and provide a clear structure in the case of a
dispute. Prior to the introduction of the Policy some local procedures did
exist but they were heavily criticised in the end for not being completely
objective. Although the new ICANN-procedure has only been in force for a
couple of years the case law is quite extensive. 

The focus of this thesis will be on this Policy and certain issues related to
effectiveness and fairness. In order to ease the understanding case law
originating from pre-UDRP time will be included. One section of the thesis
will also discuss the relationship between the UDRP and the American
Anticybersquatting Consumer protection Act (the ACPA). 

Is the UDRP a truly fair and objective policy or does it protect the interests
of a certain group in a way that discriminates against another? A truly
fundamental question is if the UDRP is a Policy suited for dealing with
domain name disputes or should a different procedure be introduced? Now
that the UDRP has been in force for a couple of years do it effectively
dispose of the problems it was intended to combat? A question that naturally
follows the previous one is what is effectively? Is it possible to measure
efficiency in the case of the UDRP? Is the UDRP some kind of arbitration?
These are all questions that will be focused on in the following thesis
although all of them may not be answered in full.

1.2 Limitations

The area of law covered by this thesis is connected to both IT-law and
Intellectual Property Law and the conflicts that the attempted assimilation of
these two areas has resulted in. Written statutes in this area are scarce and
most rules dealing with domain names and the Internet are the result of
international treaties and the work of non-governmental companies and
organisations such as ICANN and the World Intellectual Property
Organisation (WIPO). Since this is such an international topic much of the
analysis will touch upon matters relevant to all countries although there will
be comparative elements in the form of national laws dealing with domain
name conflicts. There will also be a comparative section that focuses on the
UDRP from an arbitration perspective.

The thesis will not be an examination of the decisions rendered under the
Policy but rather an examination of the Policy itself. Choice of law issues
that are important for the resolution of the dispute itself will not be dealt
with since that is an international private law issue that goes beyond the
scope of this thesis.
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Due to the quite technical nature of this topic and especially the part about
domain names and the Internet this part will be kept to the minimum amount
of information required for the understanding of the problems addressed. 

1.3 Sources and material

Since the topic of this thesis is connected to the Internet the World Wide
Web will be a natural source of information. A lot of the current debate also
takes place on the Internet in one form or another. The literature used is
mostly of British or US origin. The reasons for this are several. First of all
the US is the principal home of the Internet and secondly most of the current
debate are conducted in academic and legal institutions in these countries.
The authors are most commonly of legal background connected to law firms
or universities but also authors with a more technical background are
represented. Both trademark holders and domain name representatives are
represented among the authors although persons critical of the current scene
are more commonly found since they are the ones who have most to gain by
venting their opinions. People representing trademark interests do not have
that much too complain about and therefore their contributions to the debate
are of a more limited nature. Articles on the current debate are a great source
of inspiration since the nature of the topic makes it difficult for a book to
enter the market before it becomes obsolete.
It has not always been easy to obtain information about the current state of
the UDRP since several reviews and reports are being finalised and the
material is therefore not yet publicly available.

1.4 Method

The paper will start off with a rather descriptive chapter about the nature of
the Internet and domain names. There is also a further descriptive chapter on
the UDRP itself. A comparative analysis will involve several chapters
although in slightly different appearances.
Some questions were sent to the Swedish panellists accredited by WIPO and
the National Arbitration Forum. Not all of them responded but references
will be made to those who did although they will not be mentioned by name
since not everyone responded and since their comments may provoke strong
reactions. The questionnaire is provided as Supplement A.

1.5 Outline

Chapter two will deal with the technical aspects of the Internet and domain
names, their history and function. In the third chapter domain name disputes
will be examined and the various kinds of disputes will be explained. The
current procedures and remedies introduced will also be presented, apart
from the UDRP the US Anticybersquatting Consumer Protection Act will
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briefly be described. Chapters four and five will review the UDRP from the
different perspectives mentioned above, legal nature, efficiency and fairness.
Finally chapter six will look at ways of modernising the UDRP and the
review procedure at the same time as future challenges are discussed.
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2 Domain names

2.1 The Internet

The nature of the Internet has best been summarised in a case from the mid-
1990’s where it was held that “[t]he Internet is not a physical or tangible
entity, but rather a giant network which interconnects innumerable smaller
groups of linked computer networks. It is thus a network of networks”.3 

Historically the administration of the Internet has always been under US
government control and at times the organisation has been quite confused. It
will suffice for the context of this thesis with a shorter description. The
Internet originally started as a military research project designed to help the
US win the space race against the Soviet Union during the 1950’s and 60’s
and was as such funded by the US Department of Defence.4 The network
that we today know as the Internet was originally known as ARPANET and
was designed to be an indestructible communications network able to
survive a possible nuclear attack. In the event that one link of the system
seized to operate the system itself would try to find another way so that the
information would be able to reach its destination.5 The Internet remained
mostly of academic and scientific interest until 1993 when the World Wide
Web, WWW, was introduced and what most people perceive as the Internet
was created.6 The US government has thus always been involved as a
financial supporter, be it through the control of the departments of Defense
or Commerce or through government contractors.7 

2.2 What is a domain name?

2.2.1 IP-addresses

Every computer connected to the Internet is assigned a specific Internet
Protocol or IP address, a system designed while the Internet was known as
ARPANET.8 An IP address function in a way similar to a phone number and
the addresses usually comprise four sets of numbers between 0-255. Each

                                                
3 American Civil Liberties Union v. Janet Reno, 929 F. Supp. 824 (E.D. Pa 1996).
4 Lloyd, Ian J. Information Technology Law, p. 8. Hereafter Lloyd, Ian J.
5 Myer, Rodney A. Domains without borders: Reconciling domain name dispute resolution
policies and trademark rights between the United States and the nations of the European
Union. 20 Penn St. Int’l L. Rev 415. Hereafter 20 Penn. St. Int’l L. Rev.
6 Lloyd, Ian J., p. 10.
7 For a more detailed depiction of the evolution of Internet governance see Ware, Stephen J.
Domain-name arbitration in the arbitration-law context: Consent to, and fairness in, the
UDRP. 6 J. Small & Emerging Bus. L. 154-161. Hereafter 6 J. Small & Emerging Bus. L.
8 Myer, 20 Penn St. Int’l L. Rev 415.
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set of numbers has their own meaning just like a telephone number and
indicate among other things the network the computer belongs to.9 The IP
address for the Faculty of Law in Lund is for example 130.235.1.162. The
part of the Internet that we know as WWW could easily function with just
the use of IP addresses and no domain names but during the late 1980´s the
number of IP addresses increased dramatically and since the long set of
numbers were difficult to remember the Domain Name System (DNS) was
introduced.10 This made it possible to connect to the IP address a
combination of letters, a-z, and numbers, 0-9, that are more easily
remembered and also capable of indicating who the website belongs to or
what kind of material it contains.11 

2.2.2 TLDs

Domain names work in a hierarchical manner with two types of Top Level
Domains, so called TLDs. One of these, the Country Code Top Level
Domain (ccTLD) work according to the ISO 3166 codes which means that
two letter codes make up the domain. For Sweden and the United Kingdom
this results in the .se and .uk domains respectively. 12 The other type of TLD
is the generic TLD (gTLD), most of which are domains that are unrestricted,
i.e. they do not give priority to any particular group or interest when domain
names are registered. They are also known as authorized because ICANN is
in charge of their administration.13 The most well known gTLDs are .com
followed by .org and .net. .int is restricted to international organisations and
the .mil, .edu and .gov domains are reserved for US military, higher
educational and governmental facilities.14 It is common for several ccTLDs
to contain various subcategories for different groups and interests.15 In the
UK there are for example seven different subcategories such as .co.uk and
.org.uk managed by the UK registrar Nominet.16

Since the gTLD may be registered by anyone in any country this resulted in
a shortage of Domain names a few years ago and it was proposed that a new
set of gTLDs were introduced to ease the burden on the existing ones. In
November of 2000 a decision was made by ICANN to launch seven new
gTLDs. The new gTLDs are of a more restricted nature than the previous
                                                
9 Springer, Colby B. Master of the domain (name): A history of domain name litigation and
the emergence of the Anticybersquatting Consumer Protection Act and Uniform Dispute
Resolution Policy. 17 Santa Clara Computer & High Tech. L. J. 319 (2000-2001).
10 Lloyd, Ian J., p. 22.
11 Black, William in Edwards and Waelde. Law and the Internet: a framework for electronic
commerce, p. 125.
12 http://www.iso.org/iso/en/prods-services/iso3166ma/index.html, last visited January 5th

2003.
13 Donahoe, Robert V. Beyond .com: What risk does the explosive growth of top level
domains pose to your trademark: Can you get any relief? 4 Tul. J. Tech. & Intell. Prop. 61-
62.
14 Kelleher, Denis & Murray, Karen. IT Law in the European Union, p. 54.
15 Lloyd, Ian J.,  p. 23.
16 http://www.nic.uk/news/guides/reg4.html, last visited January 5th 2003.
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ones since most of them are directed at fairly specific areas the standards of
which may not always be so easy to comply with. The new domains are
.aero for the avionics community, .biz for business related websites, .coop
for co-operatives. .info which is the only truly unrestricted domain of the
new ones, .museum, .name for individuals wishing to register a personal
name and .pro for professionals in various fields such as lawyers, doctors
etc.17 Some of the new gTLDs do not fall within the scope of the UDRP and
accordingly have different dispute resolution mechanisms. An analysis of
these will not be conducted since that is out of the scope of this thesis.

A normal web-site address usually contains more than one domain level
since everything separated by a . and standing to the left of a TLD is a sub-
domain of some sort. As an example the domain name for the Faculty of
Law in Lund, www.jur.lu.se, has three different domain levels. The .se part
is the ccTLD while .lu is the Second Level Domain and .jur a Third Level
Domain. 

2.3 Administration of domain names

2.3.1 IANA

The first proper organisation for the administration of IP addresses and
domain names on the Internet was the Internet Assigned Numbers Authority
or IANA, which is part of the Information Science Institute at the University
of Southern California. After a while IANA gave up its right to allocate
domain names to different private parties amongst which we can find
Network Solutions Inc, the company responsible for one of the first dispute
resolution policies. In the mid-1990’s voices were raised that the allocation
of the limited number of domain names that actually are available were not
handled satisfactorily. Because of this IANA and the so called Internet
Society, formed by Internet-pioneers, decided in 1996 to form the Internet
International Ad Hoc Committee or IAHC to present a solution that would
deal with the domain name-issue satisfactorily.18

2.3.2 ICANN

After much debating a new international non-profit body called the Internet
Corporation for Assigned Names and Numbers (ICANN) was created with
the task of  “..coordinating four key functions for the Internet: the
management of the domain name system, the allocation of IP address space,
the assignment of protocol parameters, and the management of the root
server system”.19

                                                
17 http://www.icann.org/tlds/, last visited January 5th 2003.
18 Lloyd, Ian J., p. 24-25.
19 Lloyd, Ian J., p. 27.
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In November 1998 the US Department of Commerce and ICANN put
forward a Memorandum of Under-standing that outlined the transfer of
supervision of the DNS from US government control to ICANN.20 ICANN
was now allowed to authorize new domain name registrars and from just
one registrar of gTLDs in 1998 there are as of January 2003 160 approved
registrars in any of the TLDs supervised by ICANN.21 At a national level the
situation is slightly different where the government or an association
authorised by the government manages the ccTLDs.22 While administrators
of the gTLDs have had their powers delegated from ICANN it appears as if
the national administrators get their authority from IANA instead.23

                                                
20 Myer, 20 Penn St. Int’l L. Rev. 419-420.
21 http://www.icann.org/registrars/accredited-list.html, last visited January 5th 2003.
22 Myer, 20 Penn St. Int’l L. Rev. 417.
23 Tollett, Ian. Domain names and dispute resolution. World Patent Information 23 (2001)
p. 169-170.
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3 Dispute resolution measures
This chapter will start of with an introduction into the nature and
characteristics of domain name disputes. The second part of the chapter will
describe the domain name dispute resolution measures adopted by ICANN
and in the United States.

3.1 Domain name disputes

3.1.1 Background

If a person who is trying to find a certain website on the Internet does not
know the correct address the usual practise is to type the trademark of the
company followed by .com or any other TLD. This is the reason why it is so
important for a company to have their mark as a domain name otherwise a
web user may stop searching for the website originally desired and instead
settle for the one they found.24

The problem that many companies face is that since domain name
registrations are made on a first come first served basis it is not uncommon
for a company to find out that someone has registered “their” domain name
before them. No questions are asked as to their intended use of the domain
name and only certain contact information need to be supplied along with
some technical details concerning the host-servers. This is what applies to
the popular .com domain, and most other gTLDs, but certain national TLDs
like the Swedish .se, at least for the moment anyway, have more strict
requirements that have to be fulfilled before a domain name can be
registered.25 

The question that one may ask is why domain name disputes exist in the first
place? One possible explanation is quite simple. While trademark protection
in its most basic form is of national concern, although there are international
alternatives, the Internet is an international phenomenon that does not have
any respect for national or artificial borders such as those created by
international agreements. Even if international treaties do exist not all
countries have signed them, something that might prevent companies from
properly protecting their marks.26

                                                
24 Belczyk, Tamarah. Domain names: the special case of personal names. 82 B.U. L. Rev
491.
25 Lindberg, Agne & Westman, Daniel. Praktisk IT-rätt, p. 255-256.
26 Waelde in Edwards & Waelde, Law & the Internet: a framework for electronic
commerce, Trade Marks and Domain Names: There’s a Lot in a Name, p. 135. Hereafter
Trade Marks and Domain Names.
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The question in most of the domain names disputes that arise is weather or
not the registration, use or simply possession of a domain name results in a
finding of trademark infringement.27

There are various kinds of disputes and which kind one is dealing with may
be very significant for the outcome of the dispute. The kind that generally
gets the most attention is the kind known as domain name hijacking or the
more popular “cybersquatting”. “Cybersquatting” is usually the result of an
individual registering domain names that incorporates the trademarks of, in
most cases, large and well-known companies. This action may have
different reasons but the most common ones are that the person registering
the domain name either wants to prevent the trademark holder from using
the domain name in their line of business or use the famous or well known
mark as a means of attracting attention to a website of their own. In essence
it is a way of freeloading of the goodwill of the famous company. An
additional kind of “cybersquatting”, and perhaps also the most notorious
one, is the true form of domain name hijacking. The course of events are
usually that a person registers a domain name incorporating a famous of
well-known mark and then tries to sell it to the trademark holder for an
amount way beyond the out of pocket registration-costs. The trademark
holder is thus held for ransom and that is why the act is known as domain
name hijacking.28

The second type of domain name disputes that have arisen is the conflict
between two holders of the same or similar marks, i.e. marks with
competing rights. These conflicts would probably have occurred even if the
Internet did not exist but their frequent presence today indicates that the
Internet has increased their probability. A popular name for this kind of
dispute is “domain name envy”.29

A third version of domain name disputes is one that involves typosquatters.
These are cases that are similar to the first kind of cybersquatting but instead
of registering the full trademark as a domain name a typosquatter usually
registers variations of the trademark where one or several letters have been
left out or put in the wrong place. As a result of careless typing on a
computer keyboard a person may unintentionally end up on a typosquatters
website as supposed to the trademark holders legitimate site. An example
may be www.bmq.com instead of www.bmw.com.30

 
During the last couple of years when trademark holders have realised the
potential infringements of their marks many companies, especially large
multinational, have fought very aggressively against what they consider an
attack on their property rights. It is not uncommon for these companies to go
to great lengths to suppress every single event that they view as a challenge
                                                
27 Lloyd, Ian J., p.461.
28 Waelde, Trade Marks and Domain Names, p. 135-136.
29 Waelde, Trade Marks and Domain Names, p. 135.
30 Morris III, William J., Is Your Web Traffic Being Diverted by a ”Typosquatter”?.

http://www.bmq.com/
http://www.bmw.com/
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to their protected rights. As will be illustrated later holders of a famous or
well-known mark rarely loose a case.31

The first instances of domain name disputes appeared in the beginning of the
1990’s in the United States and the United Kingdom. At this stage of the
development of the Internet the WWW was still quite unknown for the large
majority of the population and the persons involved in the world of
information technology had a huge advantage over others and especially
over companies who did not really know just how powerful this new media
was about to become. 

3.1.2 Pre-UDRP case law

To illustrate the three types of domain name disputes mentioned above a
number of well-known cases will be presented below. The first couple of
cases that emerged in the early 1990’s originated in the United States or the
United Kingdom. One of the earliest cases to arise was that of MTV v.
Adam Curry32 and Princeton Review v. Kaplan.33 Since these disputes
appeared in the infancy of the Internet there did not exist any legislation, or
other type of regulation for that matter, and they were dealt with by applying
existing trademark law. 

3.1.2.1 McDonalds.com
A situation that is even more illustrative of the actual chaos that existed at
this time is that of mcdonalds.com. A reporter called Joshua Quittner wrote
a column about the Internet for Newsday. This was back in 1994 when few
people, let alone large companies, understood the power of the Internet.
While writing an article he realised that no one had registered the domain
name mcdonalds.com.34 He contacted the fast-food company, who to say the
least were somewhat confused about the Internet and if they indeed needed a
domain name at all, and let them know that their domain name was still
available. When McDonalds did not get back to Quittner he registered the
domain to see what kind of reactions it would generate and then made it
possible for people to send him e-mails at ronald@mcdonalds.com and give
their views on what to do with the domain name. Quittner was willing to
surrender the domain name back to McDonalds if they would provide a
school with computer equipment but the hamburger giant refused and put
pressure on InterNIC, who had registered the domain name, to hand it over
to them. After much debating back and fourth InterNIC decided not to grant
McDonalds request. Eventually McDonalds agreed to pay for the computer
equipment and they got their domain name but Quittner had beyond
                                                
31 Waelde, Trade Marks and Domain Names, p. 136.
32 MTV Networks, A division of Viacom International, INC., v. Adam Curry, 867 F.Supp.
202 (S.D. N.Y. 1994).
33 Princeton Review Management Corp. v. Stanley H. Kaplan Educational Center, Ltd., 94
Civ. 1604 (MGC) (S.D.N.Y. 1994).
34 Quittners own account of the event is found in Billions Registered.
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reasonable doubt proved how disorganised and chaotic the procedure at
InterNIC was at this time.35

3.1.2.2 One in a Million
It was not just in the US that domain names caused problems in the middle
of the 1990’s. In the UK a company called One in a Million were in the
domain name dealing business and had together with four other companies
in the same trade registered numerous trademarks of famous companies in
Great Britain including among others British Telecom and Marks &
Spencer. One in a Million and their partners offered the domain names to
the trademark holders for amounts that were substantially more than the cost
of registration. Holding that their trademarks had been infringed the
companies initiated court proceedings against One and a Million and
others.36 Because of the defendants threats to sell the domain names to other
companies than the plaintiffs and the fact that they had conducted this kind
of business before led to the court finding in favour of the trademark holders
in all cases.37

3.1.2.3 Prince.com
Another high profile case involving both US and British interests was that of
Prince plc v. Prince Sports Inc.38, which involved two companies on two
continents but with virtually the same name. The British company is a
computer consultancy and training company while the US company is the
well-known sports goods manufacturer. The US company had trademark
rights in both the US and the UK in the sporting goods class. In 1995 Prince
plc registered the domain name prince.com and their US counterpart did not
discover this until 1997. Upon this discovery Prince Sports Group had their
lawyers send Prince plc a letter in which they claimed rights to the domain
name and if the name was not voluntarily relinquished to them they would
initiate court proceedings. The plaintiffs refused to surrender their domain
name and instead filed a claim under the UK Trade Mark Act 1994
according to which an unjustified threat to initiate an action of infringement
was actionable. The court found in favour of the British company and the
domain name is still used by a British computer consultant while Prince
Sports Group is registered at www.princetennis.com. It does not appear as if
anything would have prevented Prince Sports Inc. from initiating
proceedings in a US court.39

                                                
35 Burk, Dan l. The UDRP Provides Disputable Resolution Incentives.
36 Marks & Spencer and others v. One in a Million Ltd. and others, first instance [1998]
FSR 265, Court of Appeals [1999] FSR 1.
37 Reed, Chris. Internet law: text and materials, p.54.
38 Prince plc v. Prince Sports Group Inc. [1998] FSR 22.
39 Lloyd, Ian J., p. 468-470.
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3.1.3 Summary

Common to all these cases mentioned above and numerous others are that
they were dealt with by the application of existing trademark law. This was
an obvious attempt to squeeze the square peg of the Internet into the round
hole of traditional trademark law. Many companies were not prepared for
the explosive nature of the Internet and the many domain name issues that
soon appeared baffled quite a few. 

3.2 Network Solution’s dispute resolution
policy

Network Solutions (NSI) who at the time was the responsible organisation
for the registration of domain names under the .com-TLD realised after the
McDonalds incident mentioned above that something had to be done to deal
with domain name disputes. Although NSI had adopted a procedure that
contained elements of dispute resolution it looked more like a disclaimer of
responsibility. It appears that NSI had chosen a path of abstinence, i.e. the
less we have to deal with the dispute at hand the better. The company stated
in § 6 (b) of the now revoked policy that they “cannot act as an arbiter of
[trademark] disputes arising out of the registration and use of domain
names”.40 It might be wrong to claim that the registry was only protecting
their own interests because they were in a very exposed position. The
registry could in a domain name dispute face a no win situation since a
failure to remove the website could result in a trademark owner holding the
registry jointly responsible for an infringement and if they did remove the
website the website owner would protest and claim breach of contract. That
said in their defence Network Solutions did not introduce a particularly
well-drafted procedure. 

In the event that a trademark holder somewhere in the world found out that
their trademark was registered as a domain name with NSI the registry
would require a copy of the trademark holders trademark registration. If that
registration were made after the registration of the domain name NSI would
not pursue the matter further. If on the other hand the trademark had been
registered prior to the registration of the domain name NSI would require
the domain name holder to produce some evidence of trademark rights in the
contested name. The evidence had to show that the rights existed prior to the
beginning of the dispute. 
Could the domain name holder not produce such evidence the procedure
offered four options, one of which had to be chosen within a period of 30
days. First of all the defendant in the dispute could produce a certificate
showing that they had trademark rights that originated prior to the beginning
of the conflict. On cannot help but wonder how this was going to be

                                                
40 Smedinghoff, Thomas J. Ed. Online law: the SPA’s legal guide to doing business on the
Internet, p. 233.
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accomplished now when evidence had not been possible to present at an
earlier date. The second option was to surrender the domain name to the
alleged trademark holder or thirdly to register a completely different domain
name. Lastly the domain name holder had the option of filing a civil action.
The last option was in reality only available to parties in the US since the
legal costs would be far too overwhelming for most foreign businesses. If
the domain name holder did none of the above within the designated period
NSI would simply put the domain name on hold until an agreement had
been reached between the parties or NSI received a court order telling them
what to do with the name.41

3.2.1 Summary

It is not difficult to see that this procedure was quite favourable to trademark
holders and especially large corporations with well-known or famous marks.
It was quite often smaller companies and Internet-entrepreneurs that lost
simply because they lacked the resources to take the dispute to court and if
they ever got there they were often outmanoeuvred by company lawyers.
Also holders of common-law unregistered trademark rights were at a
disadvantage because of the requirements in the procedure that called for
certificates of trademark rights.

The shortcomings of the policy adopted by NSI were some of the most
obvious reasons for the adoption of the Anticybersquatting Consumer
Protection Act in the US and ICANN’s adoption of a Uniform Domain
Name Dispute Resolution Policy.

3.3 The ICANN UDRP

3.3.1 The First WIPO Internet Domain Name Process

In 1998 the World Intellectual Property Organisation (WIPO) decided after a
proposal from the US government to undertake an inquiry into the state of
the conflicts that had arisen between intellectual property rights and domain
names. One reason for this process was that both the Internet-advocates and
the intellectual property holders had been made painfully aware that the
original purpose of domain names, to locate computers on networks around
the world, had been lost and they were now used as business identifiers and
thus come close to the purpose of trademarks. This process known as the
First WIPO Internet Domain Name Process had several objectives in the
domain name management area all of which were intended to lead to
recommendations to ICANN. Even though there were numerous different
issues one of the most important ones was that of evaluating the possibilities

                                                
41 Lloyd, Ian J., p. 154-155.
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for introducing some kind of uniform dispute resolution procedure to
replace the one put into operation by NSI.42

The result of the process, which lasted for almost 11 months, was presented
in April 1999 and included among other things recommendations regarding
best practise for registration authorities and proposals concerning the
development of new gTLDs. Most importantly though it contained detailed
proposals about a uniform dispute resolution procedure. The WIPO report
suggested that the procedure should be of administrative character and
limited to cases of abusive bad faith registration of domain names, so-called
cybersquatting. The procedure should be mandatory for everyone that
registered a domain name in one of the gTLDs administered by ICANN. The
remedies available should be limited to cancellation or transfer of the
domain name to the complainant. Since all registrars should be obliged to
follow the procedure enforcement would not cause any difficulties.43

The Final Report of the First WIPO Internet Domain Name Process (the
Final Report) laid down certain guiding principles that were considered
essential for the dispute resolution procedure. Among these principles was
the fair treatment of all concerned parties, uniform application across all
open gTLDs as well as a quick and low-cost procedure.44 The Final Report
rejected the term cybersquatter since it was considered too vague and
decided to use abusive registration of domain name instead although
cybersquatter will be used through the course of this thesis.45

A Second Internet Domain Name Process was launched in 2000 to deal with
issues outstanding after the first process. The Final Report of the Second
Process was delivered in September 2001 and deals with other identifiers
than trademarks and the effect of this report on the UDRP is not relevant in
this thesis dealing with the effectiveness and fairness of the more
fundamental parts of the system. 46

3.3.2 The Policy

This section will present the most important elements of the ICANN
Policy47 as well as illustrate the way the Policy has been applied to some of
the cases decided.

About six months after WIPO presented the Final Report the ICANN board
adopted a Uniform Domain-Name Dispute Resolution Policy on the 24th of
October 1999.48

                                                
42 http://wipo2.wipo.int/process1/index.html, last visited January 5th 2003.
43 http://wipo2.wipo.int/process1/report/summary.html, last visited January 5th 2003.
44 Final Report of the First WIPO Internet Domain Name Process, p. 48-50.
45 Final Report of the First WIPO Internet Domain Name Process, p. 53-54.
46 http://wipo2.wipo.int/process2/report/html/report.html, last visited January 5th 2003.
47 Available at http://www.icann.org/dndr/udrp/policy.htm, last visited January 5th 2003.
48 http://www.icann.org/udrp/udrp-schedule.htm, last visited January 5th 2003.
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The Policy was adopted with the purpose of providing a fast-track procedure
to fight cybersquatting that was not too expensive and that did not require
the parties to travel to a court should they be located in different countries.
Three primary objectives were laid down from the outset. The first one was
to create a uniform global platform for combating domain name and
trademark issues. Secondly a normal litigation with the aim of retrieving a
trademark that had been used as a domain name could be quite costly and a
new and cheaper method was requested. Lastly the UDRP was originally
supposed to be very limited in its applicability and only apply to the worst
kinds of cybersquatting and leave other more complicated trademark issues
to the courts.49

The Policy is a mandatory administrative procedure for all those who
register a domain name in any of the gTLDs monitored and administered by
ICANN.50 It is a non-negotiable condition that is incorporated into the
accreditation agreement that each registrar has to sign with ICANN. Several
ccTLD registries have also adopted the ICANN UDRP as their dispute
resolution of choice or an Alternative Dispute Resolution Policy (ADRP)
based on the UDRP.51 In an attempt to try and achieve some degree of
uniform application of the rules WIPO has published a best practice for
national registries when trying to prevent or solve domain name disputes.52

The proceeding will be conducted by one of the administrative-dispute-
resolution service providers (the Providers) approved by ICANN.53

Currently there are four accredited Providers, The World Intellectual
Property Organisation (WIPO), The national Arbitration Forum (NAF), CRP
Institute for Dispute Resolution (CRP) and the Asian Domain Name Dispute
Resolution Centre (ADNDRC). The ADNDRC was the last organisation to
receive approval on the 28th of February 2002. Prior to December 2001 a
Canadian organisation called eResolution were among the approved
registrars but because of factors that will be explained below it filed for
bankruptcy and are not accepting any more cases.54 A problem with the
system of multiple Providers is that the same domain name can be contested
in several jurisdictions, i.e. complaints may be submitted with several
Providers should the first one be unsuccessful.55 

The fees charged by the different Providers vary somewhat but they all
include different price-levels depending on whether a sole panellist or a
                                                
49 Mueller, Milton. Rough Justice. An Analysis of ICANN’s Uniform Dispute Resolution
Policy, p. 5. Hereafter Rough Justice.
50 http://www.icann.org/udrp/, last visited January 5th 2003.
51 http://www.icann.org/dndr/udrp/policy.htm, last visited January 5th 2003.
52 CcTLD Best Practices for the Prevention and Resolution of Intellectual Property
Disputes, http://ecommerce.wipo.int/domains/cctlds/bestpractices/bestpractices.pdf, last
visited January 5th 2003.
53 ICANN Policy, Section 4.
54 http://www.icann.org/dndr/udrp/approved-providers.htm, last visited January 5th 2003.
55 E-mail correspondence with WIPO-panellists on file with author.
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three-member panel is involved. The prices also vary depending on the
number of domain names involved. WIPO, one of the largest providers by
most accounts, has a fee-structure that starts with US$ 1,500 for a sole
panellist and between one and five domain names and US$ 4,000 for a
three-member panel and one to five domain names. Should the domain
names disputed be in excess of five the fees will increase and should the
dispute concern more than ten domain names the fee will have to be
negotiated with the WIPO Arbitration and Mediation Center.56 The fees of
the other Providers vary but the general structure of the fees is similar
although the actual difference in price may be as high as US$ 1,000 or even
more.57

ICANN has adopted a separate set of Rules for Uniform Domain Name
Dispute Resolution Policy (the Rules) for the application of the Policy that
all approved Providers have to follow. 58 In addition too following the Rules
each Provider has adopted its own supplemental rules adapted to their own
organisation and objectives.59

If compared too the old NSI dispute resolution policy, mentioned above in
section 3.2, the new ICANN UDRP does not give the option of placing a
domain name on hold during a dispute. Furthermore there is a requirement
of bad faith on the part of the domain name holder for the initiation of
proceedings under the Policy and as mentioned all domain name registrants
are obliged to follow the UDRP.60

When registering a domain name in any of the gTLDs covered by the UDRP
the registrant warrant that the contact details submitted are correct, that to
their own knowledge the registration will not infringe upon someone else’s
rights, that the domain name is not registered for an unlawful purpose and
that the domain holder will not use the name in a manner that violates any
applicable law or regulation.61

According to the Policy all registrants of domain names in one of the gTLDs
administered by ICANN are subject to the UDRP. Proceedings may be
initiated if a third party presents a complaint to any of the approved
Providers that:

1. the domain name is identical or confusingly similar to a
trademark or service mark in which the complainant has rights; and

2. the domain name holder have no rights or legitimate interests
in respect of the domain name; and

                                                
56 http://arbiter.wipo.int/domains/fees/index.html, last visited January 5th 2003.
57 For the fees of NAF, CRP and ADNDRC see the website of each Provider.
58 http://www.icann.org/dndr/udrp/uniform-rules.htm, last visited January 5th 2003.
59 Links to the four approved Providers supplemental rules are linked from
http://www.icann.org/dndr/udrp/approved-providers.htm, the ADNDRC has offices in both
Beijing and Hong Kong and therefore two sets of rules, last visited January 5th 2003.
60 Geist, Michael. Fair.com?: An Examination of the Allegations of Systematic Unfairness
in the ICANN UDRP, p. 14. Hereafter Fair.com?.
61 ICANN Policy, Section 2.
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3. the domain name has been registered and is being used in bad
faith.

It is important to realise that according to the Policy a complainant has to
fulfil all of the three elements mentioned. In the event that he or she should
fail one of the three the entire clam will fail.62

The Policy provides a non-exhaustive list in section 4(b) of situations in
which a registration has been made in bad faith. The situations involve
registration with the intent to sell the domain name to the trademark holder
or a competitor for sums in excess of the out-of-pocket registration costs,
registration with the purpose of preventing the trademark holder from using
the domain name or registration with the purpose of disrupting the business
of a competitor. The last situation concern domain names registered with the
intention to attract attention from the trademark holder to another web site
controlled by the domain name holder and thus causing confusion among
the public as to the origin or sponsorship of the web site.63

Although many disputes arise because of one of the situations just
mentioned there are instances when a domain name holder may have a
legitimate right to the name and a non exhaustive list of such situations are
provided in section 4 (c) of the Policy.

When someone want to make a complaint about a domain name he or she
must choose one of the Providers approved by ICANN64 and then decide if
the dispute is to be resolved by a sole panellist or a three-member panel.65

The Final Report considered three-member panels the only possible panel-
compilation but this was not featured in the Policy adopted by ICANN.66

Sections 3(b)(iv), 5(b)(iv) and 6 of the Rules govern the panellist or panel
selection-procedure. Should the Complainant chose a three-member panel
the complaint must be accompanied by the names and contact details of the
three candidates that he or she has chosen from any Providers panellist-
rooster.67 Should the respondent desire a three-member panel and has the
complainant not done so the response to the complaint must contain details
of the kind mentioned above.68 In a situation where neither of the parties has
selected a three-member panel it is up to the Provider who has received the
complaint to appoint a sole panellist from its rooster within a specified
period of time.69 Has either the complainant or the respondent selected a
three-member panel the Provider appoints one panellist each from the lists
of three candidates submitted by the parties. The Provider chooses the third

                                                
62 ICANN Policy, Section 4(a) (i) (ii) and (iii).
63 ICANN Policy, Section 4(b) (i) - (iv).
64 ICANN Policy, Section 4(d).
65 ICANN Rules, Section 3(b) (iv).
66 Final Report of the First WIPO Internet Domain Name Process, p. 62.
67 ICANN Rules, Section 3(b) (iv).
68 ICANN Rules, Section 5(b) (iv) and (v).
69 ICANN Rules, Section 6(b).
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panellist after contacts with both parties and in a manner “that reasonably
balances the preferences of both parties”.70

The complainant pays the fees should he or she require a sole panellist or a
three-member panel but in the event that the complainant has chosen a sole
panellist and the respondent requires the larger panel the fees will be split
between the parties on an equal basis.71 The Final Report originally
proposed that the panellist or panel should decide the allocation of costs but
the proposal was rejected in the final version of the Policy.72

Strict rules about the standing of panellists exist in the Rules that require
that all circumstances that could result in some allegation of bias should
immediately be disclosed as soon as the relevant information comes to the
attention of the panellist in question.73 The Policy requires that the panellists
conduct their business in conformity with the Policy and the Rules and that
all parties are treated with equality and are given an opportunity to present
their case.74

The remedies available through the Policy do not completely equal those in
a national court and are limited to the cancellation or the transfer of the
domain name. Since all ICANN approved registrars are obliged to follow
the Policy in order to receive their approval these remedies are easy to
enforce and no outside help is required.75

Although the remedies are limited the Policy does not according to section
4(k) prevent any of the parties from submitting the dispute to a court once
the mandatory procedure has been initiated or concluded for that matter. A
civil action in a national court may be initiated either during or after the
administrative procedure. The court of competent jurisdiction is either a
court located at the location of the principal office of the registrar or at the
location of the domain name holder’s address.76 Even though the Policy
itself does not provide an appeals procedure one thus exists, albeit in a
slightly different shape than that of an internal appeals procedure.

Default situations are dealt with in section 14 of the Rules that state that in a
situation where the deadlines established by the Policy, the Rules or the
supplemental rules are not complied with a decision in a dispute may be
rendered on the complaint alone. The conduct of the parties towards a
request from the panellists or a requirement of the Rules may also result in a
finding on the complaint alone.77

                                                
70 ICANN Rules, Section 6(e).
71 ICANN Policy, Section 4(g), see also the ICANN Rules Section 6(c).
72 Final Report of the First WIPO Internet Domain Name Process, p. 58.
73 ICANN Rules, Section 7.
74 ICANN Rules, Section 10(a) and (b).
75 ICANN Policy, Section 4(i).
76 ICANN Rules, Section 1.
77 ICANN Rules, Section 14.
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The procedure should be conducted completely online or via post and no in-
person hearings is to be conducted unless the Panel should decide that the
circumstances are of such a specific nature that a hearing is necessary for
resolving the dispute.78 What may appear as somewhat controversial about
this rule, considering the otherwise technical nature of the procedure and the
fact that the area it covers is handled by ICANN, is that the term in-person
hearing also includes tele-, video- and web conferences. The reason for this
is probably that the creators of the Policy thought that it would increase the
time it takes to deliver a decision if hearings had to be fitted into the already
tight schedule. As a result of this possible explanation the present rules has
been the subject of some heavy criticism.79

Prior to the introduction of the UDRP there did not really exist any
procedure that allowed authorities and interest groups to assess the size of
the domain name problem. Since domain name disputes previously were
dealt with through common trademark law the number of disputes were hard
to keep track of.80 When the UDRP was introduced there did, and still does,
exist a certain need for this kind of dispute resolution procedure but it
should be noted that a very small group of people are involved in large
number of disputes. One of the worst examples is that of a Swedish
typosquatter who registered 244 variations of the protected trademark of the
Swedish company Telia.81 While this was an extreme case the vast majority
of all proceedings initiated under the UDRP does only involve one or two
domain names.82

The caseload generated by the Policy is today quite substantive and on the
5th of January 2003 the number of proceedings initiated with any of the
Providers was 7669 involving some 12650 domain names.83 When
considering that the number of domain names registered world wide are
close to 31 million the number of disputes filed with ICANN-approved
dispute providers are not too overwhelming.84

3.3.3 UDRP case law

In order to illustrate how the UDRP has been used and how the panellists
have judged in different situations a number of quite famous, but non-the-
less rather controversial, decisions will be presented below.

                                                
78 ICANN Rules, Section 13.
79 Thornburg, Elizabeth G. Fast, cheap, and out of control: Lessons from the ICANN
dispute resolution process. 6 J. Small & Emerging Bus. L. 219. Hereafter 6 J. Small &
Emerging Bus. L.
80 Mueller, Rough Justice, p. 6.
81 Telia AB v. Alex Ewaldsson and Birgitta Ewaldsson, WIPO D2000-0599.
82 Mueller, Rough Justice, p. 7.
83 http://www.icann.org/udrp/proceedings-stat.htm, last visited January 5th 2003.
84 http://www.domainstats.com/, last visited 9th of October 2002.
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3.3.3.1 WWF v Bosman
The first case to be decided under the new regime was that of the World
Wrestling Federation Entertainment, Inc. v. Michael Bosman. This case
concerned the domain name worldwrestlingfederation.com, which was
registered by Bosman through an Australian register, Melbourne IT. The
words World Wrestling Federation has been registered as a trade- and
service mark since the late 1980’s and was and still is the properties of the
well-known wrestling organisation. Merely days after registering the domain
name Bosman approached the complainant via email and offered to sell
them the domain name for the sum of US$ 1.000, an amount that
considerably exceeded the out-of-pocket registration costs of the respondent.
The WWF refused and launched a claim with WIPO. An interesting
comment by Bosman was that he claimed that cybersquatting cases
"typically accomplish very little and end up costing the companies
thousands of dollars in legal fees, wasted time and energy."85 

As prescribed by section 4 of the Policy a complainant has to show three
different circumstances for a domain name to be cancelled or transferred.86

In this case there was no doubt that the registered domain name was
identical to the registered trademark and neither was it difficult to find that
Bosman had no rights to the mark. The third provision on the other hand
created some problems for the panellist since the exact wording requires a
domain name to both be registered and used in bad faith. Bosman had not
established a web site connected to the domain name. The panellist found on
the basis of the “legislative history” that both were required for a finding for
the complainant. Due to the fact that many cybersquatters often registers
large numbers of domain names, without using them for a web site and only
stores them until a suitable buyer comes along, a finding that such behaviour
did not constitute use could greatly limit the applicability of the Policy.
Since the respondent had tried to sell the domain name to the WWF for a
considerable sum it was concluded that he had in fact used the domain name
in a manner inconsistent with the Policy. The domain name was therefore
transferred to the complainant.87

3.3.3.2 Crew.com
Amongst the many cases decided by the different Providers several cases are
quite controversial since they do not adhere to the Policy or diverge from the
rules in one way or another. A quite criticised case is that of crew.com.88 In
this case Telepathy Inc, a company in the domain name trading business,
registered the domain name crew.com.89 J. Crew, owner of the registered
trademarks J. Crew and Crew and owner of the domain name jcrew.com,
was and still is a company involved in consumer sales, predominantly

                                                
85 World Wrestling Federation Entertainment, Inc. v. Michael Bosman, WIPO D99-0001.
86 ICANN Policy, Section 4(a) (i) (ii) and (iii).
87 World Wrestling Federation Entertainment, Inc. v. Michael Bosman, WIPO D99-0001.
88 J. Crew International, Inc. v. crew.com, WIPO D2000-0054.
89 http://www.telepathy.com, last visited January 5th 2003.
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clothes and shoes. A three-member panel decided the case and the
interesting thing is that the final decision was only supported by two of the
three panellists. The two panellists finding for the complainant held that on
the issue of similarity the domain name crew.com was identical to the
registered trademark Crew but that sufficient evidence had not been
presented for them to find similarity between crew.com and J. Crew.
Although this might sound odd it is by far not the most controversial part of
the judgement. When it comes to the second element that has to be fulfilled
for the Policy to be applicable, rights or legitimate interest, the majority
found that since the respondent was a self confessed speculator in domain
names the US statute found applicable in this case expressly prohibited
speculation of this kind. The fact that the word crew is a generic term that in
this case just happened to be trademarked by the complainant was clearly
not enough for the majority to find any rights on part of the respondent. On
the issue of bad faith the panellists found quit correctly that according to the
Policy bad faith can be found when a domain name has been registered in
order to prevent the trademark holder from having a domain name that
corresponds to their trademark.90 

Since the complainant already had a functioning domain name at jcrew.com
it was probably difficult to find a clear-cut bad faith situation and therefore
the majority used a preclusion line of reasoning holding that the registration
of the domain name precluded the trademark holder from having a domain
name that corresponds to their trademark. This line of reasoning basically
suggests that as long as the trademark holder is precluded from using the
trademark as a domain name a finding of bad faith is possible.91 Since all
domain name registrations are made on a first come first served basis and
are exclusive in nature the result is that all registrations results in bad faith
whenever a trademark holder is prevented from using his or her trademark
as a domain name. This appears to take no notice of multiple holders of the
same trademark and the provisions of the Policy regarding legitimate
rights.92

3.3.3.3 Guiness-beer-really-sucks.com
Since the beginning of the Internet civil liberties and free speech have been
two of the most important cornerstones of Internet-ideology. The Internet
has provided people with a fast and easy-accessible tool for spreading ideas
and opinions. Most trademark laws around the world also include specific
exceptions from infringement so that free speech and civil rights are not
restricted in an unacceptable way. The very text of the UDRP does not in
itself restrict the possibilities of free speech but the Policy has sometimes
been applied in a manner that greatly restricts the possibilities for free
speech in the context of domain names.

                                                
90 ICANN Policy, Section 4(b) (ii).
91 Mueller, Rough Justice, p. 21.
92 ICANN Policy, Section 4(c).
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This is also one of the most heavily criticised decisions93 delivered after the
introduction of the Policy. Several cases similar to this one have been
mentioned in relation to free speech issues and many of these cases concern
some form of critique towards the company or person incorporated in the
domain name and the results are quite inconsistent.94

The Guinness case involved 11 domain names, all incorporating the words
Guinness and sucks, registered by the infamous cybersquatter John
Zuccarini. This was a default case where the respondent did not submit a
response and the dispute was therefore decided on the material submitted by
the complainant. There was no doubt that Zuccarini did not have any
legitimate interests or rights in the domain names and due to the respondents
history as one of the most well known cybersquatters a finding of bad faith
was equally obvious. What on the other hand was more controversial was
the finding that the domain name was confusingly similar to the trademark
Guinness. This is not the only case where this issue has been debated, there
are a long line of previous decisions all involving domain names that
incorporate a trademark and the word sucks which supports the finding
although that does not make it any less debatable.95  The panellist held that
search-engines on the Internet would not just retrieve the web sites
authorised by the trademark holder but also other domain names such as the
contested ones and thus confuse an Internet-user.96 

It is quite likely that a trademark holder would not support a website that
degrades his or her trademark and it is therefore difficult to see how
someone could be confused as to the origin or sponsorship of the website. In
a situation outside the Internet a similar situation is unlikely to result in
consumer confusion. As an example the following might occur. Along a
section of a highway two advertising boards have been put up. One is
promoting ACME beans while the other has huge red letters stating that
“ACME beans SUCKS”. In such a situation it is not likely that a consumer
will think that they both originate from the same company, allegations of
trademark infringement will probably occur but whether confusion is likely
or not is a completely different matter. Although this situation might appear
somewhat far-fetched it non-the-less shows that the reasoning of some
decisions have been controversial to say the least.

3.3.4 Summary

As seen above some of the decisions rendered have been rather
controversial. They show that some of the decisions have maybe not been
                                                
93 Diageo plc v. John Zuccarini, Individually and t/a Cupcake Patrol, WIPO D2000 – 0996.
94 See for example Saint-gobain.net WIPO D2000 – 0020 compared to Bridgestone-
firestone.net WIPO D2000 – 0190. The latter complaint was rejected and allowed the
domain name on the ground of legitimate fair use.
95 See for example Wal-Mart Stores, Inc. v. Walsucks and Walmarket Puerto Rico, WIPO
D2000-0477 and Bally Total Fitness v. Faber, 29 F.Supp.2d 1161 (C.D. Cal. 1998).
96 Diageo plc v. John Zuccarini, Individually and t/a Cupcake Patrol, WIPO D2000 – 0996.
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completely within the intended scope of the Policy. Compared to historical
achievements the UDRP has a much more elaborate set of procedural rules
at the same time as it prevents the effects of the old NSI procedure. 

3.4  The Anticybersquatting Consumer
Protection Act

3.4.1 The Act

The Anticybersquatting Consumer Protection Act (ACPA) is a US federal
Act effective as of November 29th 1999. The law was introduced to provide
trademark holders with a national remedy against cybersquatters and is
incorporated into the US Code Title 15 chapter 22 section 1125.97

While the section above dealing with the UDRP was quite extensive the part
describing the American ACPA will be considerably shorter. The reason for
including the ACPA at all is to provide an example of how a national law
may deal with domain name disputes compared to the UDRP.
Like the UDRP the ACPA is based on a finding of bad faith and similarly
there are several requirements that have to be fulfilled in order for a plaintiff
to succeed with a challenge. The plaintiff must prove that the defendant has
registered a domain name with bad faith intent to profit from that mark,
including a mark consisting of a personal name.98 The defendant must
register, traffic or use a domain name that:

(I) in the case of a mark that is distinctive at the time of
registration of the domain name, is identical or confusingly
similar to that mark;

(II) in the case of a famous mark that is famous at the
time of registration of the domain name, is identical or
confusingly similar to or dilutive of that mark; or

(III) is a trademark, word or name protected be reason of
18 U.S.C. § 706 (the Red Cross, the American National red
Cross or the Geneva Cross) or 36 U.S.C. § 220506.99

The most important factor to be proven is that of bad faith intent to profit
but it may also be the most difficult one to prove.100 When it comes to
determining the bad faith of the defendant the ACPA provides a non-
exhaustive list that somewhat mirrors those factors indicating bad faith
mentioned in the UDRP although the version in the ACPA is more
elaborate.101 The fair use section of the ACPA is on the other hand much
more vague than the similar section of the UDRP. A court may find that bad
faith is not present if it can determine that the defendant believed or at least

                                                
97 http://www.mama-tech.com/antipiracy.html, last visited January 5th 2003.
98 U.S.C. 15 § 1125 (d)(1)(A)(i).
99 U.S.C. 15 § 1125 (d)(1)(A)(ii)(I)(II) and (III).
100 http://www.keytlaw.com/urls/acpa.htm, last visited January 5th 2003.
101 U.S.C. 15 § 1125 (d)(1)(B)(i)(I)-(IX).
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had reasonable grounds for believing that the use of the domain name was
fair or otherwise lawful.102 This should be compared to the more detailed
provisions of the ICANN Policy section 4(c). Even though the ICANN
Policy is more detailed the vague and wide definition in the ACPA probably
results in similar findings of fair use. It is not at all impossible that the
ACPA definition will result in more situations being caught by the fair-use
section.

The ACPA provides the trademark holder with a far more extensive list of
remedies than the UDRP and this is where the real differences between
national legislation and international alternative dispute resolution becomes
clear. In addition to the forfeiture, cancellation or transfer of a domain
name103 a court can impose actual damages and costs on the defendant.104

The plaintiff may also chose to in lieu of actual damages receive statutory
damages not less than US$ 1,000 and not more than US$ 100,000 per
domain name.105 The cybersquatter John Zuccarini mentioned above at
section 3.3.3.3 lost an ACPA case and had statutory damages awarded
against him in the amount of US$ 500,000 in a dispute concerning five
domain names.106 It is a rather different outcome for the cybersquatter
compared to what might have happened had the dispute been decided under
the ICANN Policy.

Since a normal civil action requires that both parties are identified and
located this could cause problems for domain name disputes where it is not
uncommon that the person registering a domain name has given false or
misleading contact-information at the time of the registration. This does not
affect the ICANN Policy due to the possibility of default decisions. The
solution adopted by the ACPA is the In Rem procedure that provides a
possibility of launching an action against the domain name itself should the
person who registered the domain name be difficult to find. The action may
be filed in the judicial district where the domain name registrar, domain
name registry, or other domain name authority that registered or assigned the
domain name is located. The In Rem action is available should the domain
name violate a mark registered at the US Patent and Trademark Office or a
violation of the ACPA and the court determines that:

(I) the owner of the mark is not able to establish personal
jurisdiction over the person that would have been the defendant
in a civil action according to the other ACPA procedures;

(II) that the owner has done the attempts necessary to try and contact
that person to establish a level of due diligence.

                                                
102 U.S.C. 15 § 1125 (d)(1)(B)(ii).
103 U.S.C. 15 § 1125 (d)(1)(C).
104 U.S.C. 15 § 1117. 
105 U.S.C. 15 § 1117 (d).
106 http://www.keytlaw.com/urls/acpa.htm, last visited January 5th 2003.
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The remedies available in an In Rem action are the same as in a UDRP case,
i.e. forfeiture, cancellation or transfer of the domain name.107

The ACPA and the UDRP have been introduced to fight the same kind of
abusive domain name registrations but the fact remains that one of them is a
national Act adopted by a legislator and applied by courts of law while the
other is the result of a private initiative. The result is that the ACPA has
more different remedies available than the UDRP but on the other hand the
procedure before one of the Providers is considerably quicker and in the end
probably less expensive than normal litigation. Although the initial fee for
filing a claim with one of the ICANN-Providers is higher than that which
applies when a civil action is filed the end result is most likely that a lengthy
lawsuit will have rendered bills for legal representation that exceeds the
filing fee of any of the Providers. A further difference is that the ACPA
offers the preliminary relief available in civil actions. This includes for
example the possibility of a preliminary injunction to close down the
website should so be deemed necessary.108 

3.4.2 Corinthians.com

When it comes to the relationship between the ACPA and the UDRP a US
case shows how a party that lost in a UDRP proceeding may use the ACPA
to get a reversal of the original decision. The case is also very illustrative as
to the scope of the jurisdiction that the US Courts consider themselves
having in disputes regarding the Internet. 109

The case involved the domain name Corinthians.com, the English
translation of the Brazilian trademark Corinthiao, which was registered by
the US citizen Jay David Sallen. The trademark is the property of a famous
football team in Sao Paulo, Brazil, and registered with the Brazilian Institute
of Industrial Property although not with the US Patent and Trademark
Office. A WIPO panellist who decided the case under the UDRP found that
Sallen fulfilled all the conditions for the applicability of the UDRP and
concluded that the domain name should be transferred to the defendants in
the present case.110 Sallen brought an action, within the 10 days prescribed
by the UDRP, under the ACPA claiming that if he did not violate the ACPA
the domain name should be transferred back to him. The Brazilian company,
Corinthians Licenciamentos LTDA, did never claim that Sallen had in fact
violated the ACPA and they therefore maintained that there was a lack of
controversy between the parties. The company thus believed that the federal

                                                
107 U.S.C. 15 § 1125 (d)(2)(A) and (D).
108 Fox, Arent. Arent Fox Alert: Two New Weapons In The War Against Cybersquatters, p.
5-6.
109 Sallen d/b/a J.D.S. Enterprises v. Corinthians Licenciamentos LTDA, 273 F. 3d 14, 1st

Cir., December 5, 2001.
110 Corinthians Licenciamentos LTDA v. David Sallen, Sallen Enterprises, and J. D. Sallen
Enterprises, WIPO D2000-0461.
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case would be dropped and then Sallen would have lost any possibility of
regaining control of the name. The District Court of Massachusetts
dismissed Sallen’s claim holding that according to 28 U.S.C. § 2201 a
controversy between the parties is essential for jurisdiction and since no
such controversy did exist there was no jurisdiction. Sallen appealed to the
United States Court of Appeals for the First Circuit (CoA). Prior to the
hearing in the CoA the domain name was transferred by NSI from Sallen to
Corinthians Licenciamentos LTDA, despite Sallen’s right to appeal.
Certain ACPA-procedural rules require the plaintiff to give notice to mark-
owners. Sallen had notified the Brazilians and they did not dispute this
although they claimed that the ACPA was not applicable to them since they
were not holders of a US trademark. The CoA determined that since the
ACPA only mentioned mark and not trademark also marks originating in
foreign countries were relevant, be they registered in the United States or
not. According to the CoA the ACPA was designed to provide domain name
holders with an opportunity to get a domain name back that has wrongly
been taken from them. It is thus a tool for combating Reverse Domain Name
Hijacking (RDNH). It would, according to the CoA, be odd had the US
Congress introduced a law that discriminated against foreign mark-owners
when a global media like the Internet was involved. The CoA found that
there did in fact exist a controversy between the parties since they disagreed
on who was the rightful owner of the domain name, the Brazilian company’s
ACPA-claims disregarded. Sallen’s chances of winning the case were not an
issue for the CoA to determine and they subsequently reversed the decision
of the District Court and remanded the case to Massachusetts. Any new
decision from Massachusetts has not been found.

3.4.3 Summary

It is natural that a dispute may be brought in front of a national court and the
ICANN Policy provides for that possibility itself111 but it may create
difficulties for foreign trademark holders especially if a certain national
legislation creates such a large jurisdiction as the ACPA. The whole purpose
of initiating a proceeding with a UDRP Provider which was supposed to be
quick, cheap and uniform is lost if it is likely that a national proceeding will
be initiated. While this has always been a possibility the creation of too
lenient statutes may create unexpected problems. While the Providers have
to apply some kind of international common denominator when making
decisions a national law may prescribe for a completely different set of
criteria on what constitutes abusive registrations. If some countries have
more lenient rules regarding abusive registrations there is always a danger
that cybersquatter-havens will appear. If these countries have jurisdictions as
wide as the one the ACPA creates the whole purpose of the UDRP may be
lost since those decisions may be easily reversed. The object of protecting
trademarks will thus be lost.

                                                
111 ICANN Policy, Section 4(k).
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4 The nature of the beast
This chapter will take a closer look at the legal nature of the Policy and
some consequences of the legal structure of the UDRP.

The nature of the ICANN UDRP is not the most easily determined subject
since the term dispute resolution is not really described anywhere.
Arbitration on the other hand is described in The Oxford English Dictionary
as “[t]he settlement of a dispute or a question at issue by one to whom the
conflicting parties agree to refer their claims in order to obtain an equitable
decision”.112 The definition of mediation is neither that a proper way of
describing the Policy since mediation involves some form of negotiation.113

It can be established already from the outset that the UDRP is not
arbitration. This was clearly determined by the Final Report. It was held that
despite the fact that both arbitration and mediation contained elements
valuable to the solution of domain name disputes they should not be
included as a mandatory part of the new procedure.114 There is thus no use
in trying to determine the UDRP as arbitration or mediation but it may non-
the-less be valuable to compare the UDRP to some of the most widely
spread versions of international arbitration rules in use. The rules that will
be used are the United Nations Commission on International Trade Law
(UNCITRAL) Rules of 1976,115 the Rules of the International Chamber of
Commerce (ICC),116 as well as the Arbitration Rules of the World
Intellectual Property organisation (WIPO).117 The reasons for including the
WIPO Rules are both comparative and historical since it was the First
Internet Domain Name Process that eventually led to the adoption of the
UDRP, as described in section 3.3.1 above. WIPO has also introduced a
modified version of the Arbitration Rules known as the Expedited
Arbitration Rules. The difference between the Expedited Rules and the
normal Rules are that the former are adapted for a process considerably
shorter than the normal time periods found in different rules of arbitration.
These Rules are also made compatible with online dispute resolution and
they will be explained below in the case they differ from the normal WIPO
Arbitration Rules in the context of the comparative analysis.118

                                                
112 The Oxford English Dictionary Vol. I, p. 603.
113 The Oxford English Dictionary Vol. IX, p. 545.
114 Final Report of the First WIPO Internet Domain Name Process, p. 50.
115 http://www.uncitral.org/en-index.htm, last visited January 5th 2003.
116 http://www.iccwbo.org/court/english/arbitration/rules.asp, last visited January 5th 2003.
117 http://arbiter.wipo.int/arbitration/rules/index.html, last visited January 5th 2003.
118 http://arbiter.wipo.int/arbitration/expedited-rules/index.html, last visited January 5th

2003.
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4.1 Agreement

The three sets of rules mentioned above all require an agreement between
the parties for the rules to be applicable.119 An arbitration agreement is
usually a clause in a commercial contract intended to provide the parties
with a special means of dispute resolution. Such a clause often means that
the parties waive many of the rights they might have in a civil action and are
therefore very specific and detailed in order for the parties to retain the
rights they so desire. This fact would suggest that when a dispute resolution
procedure is not arbitration the courts are probably less eager to approve of a
reduction of procedural rights.120  If this assumption is true and the UDRP is
not arbitration any loss of procedural rights are in danger of being
incompatible with for example various consumer protection laws. The
Policy on the other hand is a mandatory clause that has to be incorporated
into all registration agreements concerning domain names in a gTLD. It is
thus a necessity that a registrar of gTLDs incorporates the Policy into his or
her registration agreements or they will not be accredited by ICANN. Due to
this fact almost 70 % of all domain name registrations in the world comes
under the jurisdiction of the UDRP.121 
It is clear from this that while a normal arbitration agreement is concluded,
most of the time, by parties of free will and powers of negotiation a person
or a company that registers a gTLD does not have the same options. The
Policy is already incorporated into the agreement and the only means of
escaping the UDRP is to register a domain name in a ccTLD that has not
joined the ICANN Policy. 

It was agued in the Final Report that “[s]ince the procedure would apply
only to egregious examples of deliberate violation of well-established rights,
the danger of innocent domain name applicants acting in good faith being
exposed to the expenditure of human and financial resources through being
required to participate in the procedure is removed”.122 The mandatory
nature of the UDRP was according to the WIPO Report the best way to
assure that abusive registrants could not escape the administrative procedure
by refusing to give their consent to it and force the trademark holder into
litigation. This was used to defend the recommendation to make the UDRP a
mandatory procedure. If the original boundaries of the UDRP had only been
followed there would not be a problem but the short history of the UDRP
has shown that apart from clear cases of cybersquatting the UDRP has also
been used to deal with cases involving geographical indicators as well as
conflicts between holders of competing rights to a name.123 

                                                
119 UNCITRAL Rules Article 1(1), ICC Rules Articles 4(3) and 6 and WIPO Rules Articles
1 and 2.
120 Ware, 6 J. Small & Emerging Bus. L. 153.
121 Mueller, Rough Justice, p. 6.
122 Final Report of the First WIPO Internet Domain Name Process, p. 52.
123 Final Report of the First WIPO Internet Domain Name Process, p. 51-52.
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It is evident from the above that the matter of agreement is somewhat
unclear and could be interpreted in many ways. It would be wrong to claim
that consent is not given when a domain name is registered since the
reference to the UDRP is incorporated in the registration-contract and
consent has been given to the conclusion of that contract. A different matter
is if the registrant has a choice as to the incorporation of the UDRP-clause.
Ware argues that a person always has a choice whether to register a domain
name or not and concerning the UDRP the issue is not “weather the
registrant consents, but rather whether the circumstances under which the
consent is given are appropriate”.124 He holds that domain name registration
is not the only industry where arbitration is mandatory even when it
concerns consumer contracts but these other markets are free in the sense
that anyone may enter or exit the particular market, i.e. there are no
monopolies. The main difference between these markets and the domain
name business is that one company, ICANN, which has a monopoly due to a
contract with the US government, controls the latter.125 
It appears that it is not necessarily the industry itself that has created this
situation but rather the history of the Internet and the way the US
government has, and continues to, exercise control over it. Thornburg who
claims that there is no consent on the part of the domain name holder to the
reduction of procedural rights that is the result of the UDRP submits a more
clear rejection of an actual approval by the domain name holder of the
ICANN UDRP.126 

4.2 Time periods and deadlines

One part of the Policy that has been the subject of some heavy critique is the
time periods and deadlines provided for by the UDRP. They are considered
quite short and that the way these periods are calculated may shift the
balance of the Policy in favour of one party. 127  

According to the ICANN Rules a communication is deemed sent if it has
been made
� via telecopy or facsimile transmission, on the date shown on the

confirmation or transmission; or
� if by postal service, on the date marked on the receipt, or
� if via the Internet, on the date that the communication was transmitted,

provided that the date of transmission is verifiable.128

While the first two sections appears to be in line with most international
standards in the area the third section concerning communications via the
Internet is different. Although the UNCITRAL and ICC Rules does not
                                                
124 Ware, 6 J. Small & Emerging Bus. L. 154.
125 Ware, 6 J. Small & Emerging Bus. L. 154.
126 Thornburg, 6 J. Small & Emerging Bus. L. 215.
127 See for example Thornburg, Mueller and Ware.
128 ICANN Rules, Section 2(f)(i)-(iii).
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specifically mention Internet communications they both state that a
communication is deemed to have been made when it is delivered at the
place of residence or business of the original defendant129 or received by the
party or its representative.130 The WIPO Rules on the other hand are closer
to the Policy although this is hardly a surprise due to the historical
development of the UDRP.131 Since there is no proper way, apart from
special features in certain email programs, for the sender to determine that a
communication has been received or for that matter read the balance of the
policy is shifted towards the claimant. It is possible that the postal rule used
mainly in Anglo-American contract-law to determine the time and place
when and where a contract was formed has been a source of inspiration
when the UDRP was drafted. Due to the fact that the largest interest groups
on the Internet originate in countries with common law it is quite likely that
this is the situation. This is a somewhat distorted effect of the fact that
English-speaking countries and the English language has such a strong
position on the Internet. While only about 10 to 15 countries use the postal
rule there are in excess of 200 countries connected to the Internet.132

4.3 Commencement of proceedings

The issue of time is the next part of the policy that has been debated. It
should be reiterated that one of the objectives of the UDRP was to create a
fast and time-efficient procedure for resolving domain name disputes but
that objective must not result in legal uncertainty. According to the ICANN
Rules the administrative proceeding commences when the Provider has
fulfilled its obligations of forwarding the complaint to the respondent.133

Due to the fact that the Policy rules regarding the time of receipt are
construed the way they are the result is that the 20-day response period
provided for the respondent can in fact be considerably shorter. 134 This
should be compared to the 30-day response periods prescribed for in both
the WIPO Rules135 and the ICC Rules136. The UNCITRAL Rules on the
other hand do not prescribe for a particular deadline but instead leaves such
a matter to the discretion of the tribunal.137 The Expedited WIPO Rules
prescribes for a period of 20 days from the date the respondent receives a
request for arbitration from the complainant or 10 days from the date of the
appointment of the tribunal, whichever should occur later.138 In the two first
cases the clock starts ticking when the defendant receives the complaint and

                                                
129 UNCITRAL Rules Article 2(1).
130 ICC Rules Article 3(3).
131 WIPO Rules Article 4 (c).
132 Notes from University of Glasgow course in Computers and the Law 2002, on file with
author, on the 15th of January 2002.
133 ICANN Rules, Section 4(c) and 2(a).
134 ICANN Rules, Section 5(a).
135 WIPO Rules Article 11.
136 ICC Rules Article 5.
137 UNCITRAL Rules, Article 19.
138 WIPO Expedited Rules, Article 11.
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not the day of the commencement of the administrative procedure, which is
the rule when the Policy is applied. Should the respondent be on an
extended vacation or hospitalised for a longer period of time there is a
considerable risk that he or she may loose the possibility of defending their
domain name registration.139 This has the effect that the respondent may find
himself at a considerable administrative disadvantage towards the
complainant since the latter is in the privileged position that he may choose
when to file a complaint while the respondent only has a very short period of
time to prepare and present his case including finding suitable legal
representation. The difference in this situation between the UDRP and an
arbitration proceeding is that some kind of informal or introductory
mediation meeting usually precedes the arbitration. A second difference is
that in a conflict between two parties to a contract they are normally aware
or made aware that an arbitration proceeding will be initiated. In the case of
a domain name dispute a complaint may come as a complete surprise to the
domain name holder. It is clear that Rules adjusted for online use have
considerably shorter time-periods than those applicable to non-online use
only.

4.4 Panellist selection

Another issue that has had a major impact on the UDRP so far is the
selection of panellists. According to the UDRP and the Rules the
complainant is the party responsible for choosing a Provider and nominating
a panellist and because of this the complainant pays all the fees. Should the
respondent require a three-member panel to solve the dispute the parties
chooses one panel member each while the third one is elected by the two
panellists chosen by the parties.140 In arbitration procedures the arbitration
agreement or arbitration clause in the business contract sometimes
prescribes which arbitrator(s) the parties would like to have or at least how
they should be selected. 
Arbitration often means that the parties select the arbitrator(s) together. It is
common practise that when a party submits a complaint he or she usually
provides a list of arbitrators that he or she would like to have as members of
the panel. When the other party later files a response he or she also has to
submit a list of their arbitrators of choice. In the case of an arbitration
proceeding with a three-member panel the parties usually selects one panel
member each and these two subsequently chooses the third and final
member.141 The Expedited WIPO Rules on the other hand explicitly
prescribe that a sole panellist is to decide all disputes when the Expedited
procedure is initiated.142 During the preparatory work of the UDRP there
were proposals that the registrant of a domain name should be the one who

                                                
139 Froomkin, A. Michael. ICANN’s “Uniform Dispute Resolution Policy” – Causes and
(partial) cures, 67 Brook. L. Rev. 675. Hereafter 67 Brook. L. Rev.
140 ICANN Rules, Section 6.
141 INCITRAL Rules Articles 6-7, ICC Rules Articles 8-9 and WIPO Rules Articles 15-19.
142 WIPO Expedited Rules, Article 14.
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selected a Provider for a possible future dispute either at the time of the
registration or at the time of the dispute. This was not acceptable to
trademark organisations that claimed that this might result in forum
shopping should some providers come out as more registrant-friendly than
others. As will be seen in section 5.2 the present system has resulted in
exactly that with the small difference that it is the trademark holder that
selects the Provider and forum shopping is a reality.143

4.5 Legal consequences

The binding nature of the proceedings is probably the most noticeable issue
separating the UDRP from arbitration. In the latter the result is normally
binding on the parties as a result or the arbitration agreement. The very
purpose of arbitration is usually to escape the sometimes bureaucratic and
slow nature of a court procedure and to simplify for the parties on such
issues as choice of law and forum-location. The UDRP on the other hand
clearly states that the parties are during neither part of the administrative
dispute resolution procedure prevented from launching a civil action with a
court of competent jurisdiction.144 The actual contents and effects of this
very section of the Policy has been heavily criticised by Froomkin, along
with most of the other sections in the UDRP.145 It should be pointed out that
Michael Froomkin is a known ICANN-critique and used to be a panellist for
the now defunct Provider eResolution. Froomkin is of the opinion that since
the time periods provided for by the Policy are so short the only party with a
realistic possibility of taking the dispute to court once the UDRP proceeding
has been concluded is the complainant. According to section 4 (k) of the
Policy ICANN will give the respondent ten business days to launch a civil
action before they order the domain name registry to transfer the name
should the result of the UDRP procedure result in a positive outcome for the
complainant. Although the possibility of taking a dispute to court does exist
the real effect is most likely that no such action will be taken. Since few
cases have been appealed and there does not exist any internal review
procedure it is possible that “bad law” and vague decisions will be left
unchallenged.146

Through case law147 it has been determined that national courts are not
bound by the UDRP decisions and that the Policy is non-exclusive, i.e. the
essence of section 4 (k) of the Policy. On the other hand it is unclear what
weight an UDRP-decision will have in a national court.148 The
                                                
143 Froomkin, 67 Brook. L. Rev. 672.
144 ICANN Policy, Section 4(k).
145 Froomkin, 67 Brook. L. Rev. 605.
146 Thornburg, 6 J. Small & Emerging Bus. L. 224.
147 Weber-Stephen Products Co. vs. Armitage Hardware and Building Supply, Inc., No. 00
C 1738 and Broadbridge Media, L.L.C. v HyperCD.com, 106 F. Supp. 2d 505 (S.D. N.Y
2000).
148 Schultz, Thomas et. al. Online Dispute Resolution: The State of the Art and the Issues, p.
73.
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Corinthians.com case discussed above does show that there are issues that
may be controversial in the relationship between the UDRP and national
courts.

4.6 Presentation of the case

According to the ICANN UDRP a party to the dispute only has one real
chance of presenting his or her case and that is through the complaint or
response. The only other possibility for the parties to submit further
information or statements to the panel is if the panel so requests on its own
initiative.149 In normal arbitration hearings are not obligatory although the
possibility does exist and the obligation of the tribunal or sole arbitrator is to
determine that both parties are provided with equal opportunities to present
their cases.150 A respondent does have one possibility of extending the time
periods mentioned above by means of a request for extension. The Provider
decides if such an extension is to be granted and according to the Rules it is
only to be allowed in exceptional cases.151 The NAF has created a
controversial possibility for amendments in the NAF Supplemental Rules,
which prescribes that should a respondent require an extension the NAF will
charge a fee of US$ 100.152 The NAF rules also facilitate the submission of
further statements in addition to the complaint and response, although it
comes at the cost of US$ 250.153 Since there is no limit on how many
submissions a party can make it is not difficult to see how the costs of the
procedure may become considerably higher than what was originally
intended. The complainant is usually the one of the two parties with the
deepest pockets and therefore it is quite likely that the respondent is the
party most likely to cease making submissions and the rule thus risk creating
a procedural distortion. A feature of the NAF rule that will put pressure on
both parties is the fact that they only have five days to respond to a new
submission. A more elaborate evaluation and critique of this rule may be
found in Froomkin.154 

Although there at least in theory, and perhaps in the case of NAF also in
practice, does exist a possibility for the parties to make further submissions
to the deciding panel there is no process for discovery or the sharing of
information between the parties. There are no possibilities for the
respondent to more closely scrutinise the evidence referred to by the
complainant and due to the tight schedules such an activity would in the
present version of the Policy be almost impossible. The situation that the
UDRP were created for, i.e. clear cases of cybersquatting does probably not

                                                
149 ICANN Rules, Section 12.
150 Huleatt-James, Mark and Gould Nicholas, International commercial arbitration, p. 72-73.
151 ICANN Rules, Section 5(d).
152 NAF Supplemental Rules, Article 6. Available at
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require either examination of evidence or discovery but since the scope of
the Policy has been increased through case law the result is that disputes
requiring such measures have now appeared, e.g. in the consumer context.
Since the Rules in section 13 expressly prohibits any kind of hearing several
issues regarding credibility and the existence of facts arise. The lack of
hearings may seriously damage the credibility of the parties’ submissions
and the evidence referred to.155

The Arbitration Rules of WIPO and UNCITRAL prescribes that the parties
are allowed to amend their claims or defences during the course of the
proceedings should that be considered necessary although the tribunal has
the discretion to refuse further submissions should such an action prejudice
the parties or fall out of the scope of the agreement.156 The ICC Rules on the
other hand takes a more stringent look at amendments and require all new
claims to be specially examined by the tribunal in order to ensure the
efficiency of the proceedings.157 

4.7 Jurisdiction

There are several issues concerning jurisdiction that affects the UDRP. A
domain name dispute may be launched with several Providers despite the
fact that the one Provider ha already rendered a decision. This gives the
complainant several attempts to reclaim his or her domain name should the
panellist(s) not be aware of the previous decision. The rules on Res Judicata
that are common to most national legal systems does not appear to be part of
the contractual law established by the UDRP. One Panellist contacted by the
author is of the opinion that it is up to the domain name holder to draw the
panel’s attention to the matter should the dispute already been decided be
another Provider and the author tends to agree. On the other hand this does
not redeem the fact that the possibility does exist in the first place. 158 One
possible situation that might occur is that a loosing respondent files a
UDRP-claim holding that the domain name was rightfully his. In this
situations the roles becomes reversed.159 Will the former complainant and
now respondent be able to claim RDNH? What if the claim is filed with the
same provider but different panellists and the domain name is transferred
once again? It may not be completely impossible for this situation to occur
neither would it be out of the question that a transfer might take place once
again due to the very differing opinions among panellists. A transfer back to
the original respondent would not only enrage the original complainant but
would also completely ruin the credibility of the UDRP.
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The Corinthians.com case discussed above also demonstrated the tension
that the UDRP creates between national courts and the Provider-panels.

The third jurisdictional issue that concerns the UDRP is that there are such a
large number of domain name dispute resolution procedures in force around
the world. Domain name disputes concerning names in different TLDs
between the same parties may therefore be brought in front of completely
different panels in different jurisdictions with diverging results.

4.8 Summary

Ware concludes that the UDRP is some form of non-binding arbitration.
Compared to more binding forms of arbitration, such as the UNCITRAL or
ICC Rules, the possibility of taking the dispute to a court of competent
jurisdiction makes the UDRP somewhat different from those procedures that
are commonly known as arbitration. Binding arbitration has according to
Ware much more in common with litigation since the outcome of arbitration
may be enforced through a court of law and the public authorities.160 This is
not normally possible in non-binding arbitration but the interesting thing
about ICANN and the UDRP is that the only real Internet authority there is,
ICANN, enforces the decisions of the Providers. It would thus appear that
the UDRP is some form of hybrid between binding and non-binding
arbitration.

Arbitration is normally a feature in a two-party contractual relationship
while the UDRP involves two parties that normally do not have any
relationship with each other whatsoever. The domain name holder is in a
contractual relationship with the registry and thus indirectly with ICANN.
Different from arbitration the UDRP thus involves a three-party conflict
where only two parties are bound by contract and they are not the primary
adversaries. The complainant benefits from a contract concluded between
two other parties. The UDRP is so obviously not arbitration and there are
instances where the procedural rights of the parties, both of them, are limited
and perhaps even reduced compared to normal litigation. It would be
interesting to hear a courts opinion on the legality of such a reduction of
rights considering the questionable consent to the registration-agreement in
the first place.
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5 Efficiency and fairness of the
procedure
This chapter will examine the UDRP from different angles touching upon
fairness and effectiveness. The first part will look at efficiency issues while
the second part examines three American reports and articles in the area of
fairness.

5.1 UDRP efficiency

What exactly is efficiency? This is an issue that has to be determined prior
to any evaluation of the UDRP. Is efficiency based on the number of cases
lodged with the Providers, the number of cases decided or is it the number
of domain names cancelled or transferred? A further possibility is that
efficiency is measured by the preventive effect of the UDRP. Efficiency may
also be a comparative analysis between the original objectives of the UDRP
and the current state of the Policy.

According to several organisations and institutions there are different
requirements that has to be fulfilled in order for an effective and fair dispute
resolution system to exist.161 The Commission of the European Union
published a report in 1998 concerning out-of-court settlement of consumer
disputes that listed the principles required for a proper consumer dispute
resolution system to exist. The seven principles listed were independence,
transparency, adversarial principle, effectiveness, legality, liberty and
representation.162 A similar set of principles were presented by the Council
for Better Business Bureaus Inc.163 The UDRP does contain some of these
features although it is doubtful if they are all represented in full. Four of the
last five principles are complied with more or less but there remain
questions in the areas of independence, transparency and liberty. The parties
get to scrutinise each other’s submissions and the decisions are available
online but there is no possibility for either of the parties to get hold of
information or documents that the other refuses to acknowledge the
existence of or disclose. On the issue of liberty the parties hardly have any
liberty at all as to their participation in the procedure. The complainant does
have some liberty and independence since he may initiate the procedure
when it suits him as well as chose the Provider. The question of
independence will be more scrutinised later.
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5.1.1 Cases initiated

If efficiency is measured in the number of cases lodged with the Providers it
may appear that the UDRP has been a huge success since 7669 cases have
been lodged as of January 5th 2003.164 Had this been the case it would have
been easy to brand the policy as effective but since it is difficult to know
how many domain name disputes that arose and were settled in one way or
another prior to the introduction of the UDRP there is no way of telling just
how effective the Policy has been. While most domain name disputes arising
today are probably dealt with within the auspices of the UDRP there is no
proper way of measuring all conflicts that arise and what share of these are
taken to some kind of dispute resolution mechanism.

5.1.2 Quantitative aspects

The second possible definition of efficiency is based on the number of
decisions rendered and the number of domain names cancelled or
transferred. So far 11949 domain names have been involved in the 7169
proceedings decided or terminated by January 5th 2003. With in excess of 31
million domain names registered it is difficult to draw any conclusions about
the number or domain names involved in UDRP-proceedings. It suffices to
state that the contested names make up a minute part of all names registered.
One visible indication of efficiency is perhaps the relationship between the
number of disputes names and the number of names transferred or cancelled.
Out of the 11949 domain names questioned and disposed of by decision 79
% were cancelled or transferred to the complainant.165 

With the UDRP introduced to deal with abusive registrations this should be
a clear indicator of efficiency but, as with the other possible definitions of
efficiency, there is not enough material for such a finding. Despite the fact
that the UDRP was intended to combat abusive registrations and clear
violations of the rules decisions by different panellists have extended the
scope of the UDRP and it is thus almost impossible to evaluate the statistics
without exact information on each and every decision and such an inquiry is
beyond the scope of this thesis.
One matter concerning efficiency connected to the number of decisions
rendered is enforcement. Due to the fact that all registrars of gTLDs must
receive accreditation by ICANN the registrars are obliged to enforce the
decisions of the Providers or they face the risk of losing their accreditation.
There is thus no need to seek judgement in national courts for the
enforcement of decisions and if this is an indicator of efficiency then the
UDRP is very effective.
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5.1.3 Preventive effects

A similar problem to the one mentioned above appears if the preventive
effect of the UDRP is used as a basis for the evaluation of effectiveness.
While statistics exist about the progress since the introduction of the UDRP
it is almost impossible to find information about the number of domain
name disputes prior to the introduction. The first year following the
introduction of the UDRP displayed a huge number of domain name
disputes, which probably corresponded to the equally huge number of names
registered during 1999 and 2000. Since then both the number of registrations
and disputes have declined and this is probably a result of the rise and fall of
the IT-industry.166 As there undoubtedly was a need for a procedure like the
UDRP it has been effective in disposing of unwanted conflicts but it is quite
likely that the initial success of the Policy was dependant on a dammed up
need for a dispute resolution process. It is thus difficult to determine the
preventive effect of the Policy. While some may be deterred from making an
abusive registration the UDRP lacks the kind of teeth that the ACPA
contains in the form of statutory damages and it is therefore doubtful if the
Policy deters the hard-core cybersquatters from registering domain names.
The only financial loss they face is the registration-cost since should they
not default they usually represent themselves and thus have no legal costs.

5.1.4 Original objectives

If finally trying to determine the effectiveness of the UDRP the original
objectives of the Policy must be considered. The Final Report stated that the
administrative dispute resolution procedure should be quick, efficient, and
cost-effective as well as conducted on-line.167 When these objectives are
viewed separately there is no doubt that the UDRP is quick, perhaps too
quick. Considering the short time-periods mentioned above and the effects
they generate there is a rather alarming risk that the formal procedure itself
treats the parties differently and the party most commonly considered itself
wronged is the domain name holder. Several observers, not least Thornburg,
have expressed this view.168 The procedure was intended to be efficient but
the question is what kind of efficiency WIPO is referring to. Is it the
protection of trademarks or the number of domain names cancelled or
transferred? Is it an overall assessment of the procedure? It appears as if the
Final Report held effectiveness as the reduction of possibilities for abusive
domain name registrations.169 If WIPO was only concerned with the
success-rate of the complainants section 5.2 will answer this question in the
affirmative and since WIPO is an organisation entrusted with protection and
promotion of intellectual property this may not be completely out of the
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question. It is difficult to use efficiency as a criterion for efficiency when it
is hard to determine efficiency in the first place.
The third objective was cost-efficiency and the fees charged by the Providers
are certainly smaller than the costs expected to arise in normal litigation but
the supplemental rules of NAF has introduced features that may increase the
costs for both parties considerably seeing that there is no limit on the
number of submissions a party may file at the cost of US$ 250. In a similar
way to the possible explanations mentioned above there is no clear
indication to what efficiency is. 

5.1.5 Summary

Depending on what is the definition of efficiency the UDRP is either very
effective and well drafted or completely wrong. There is not enough material
to support a finding that the UDRP is effective because of the number of
cases initiated and neither is there enough information concerning the
number of disputes and transferred domain names prior to the introduction
of the UDRP for a possible finding that the UDRP is effective. The same
applies to the preventive effect of the Policy. From the original objectives it
has been possible to determine that one objective was to reduce the
possibilities for abusive domain name registrations and to provide a remedy
for trademark holders with marks being used as domain names. It is fair to
say that the UDRP has truly been effective in providing trademark holders
with a tool to combat abusive registrations. Despite this it is difficult to
determine the effectiveness of the Policy on two grounds. First of all the
information about the state of domain name disputes prior to the UDRP are
very scarce and secondly a clear definition of effective is difficult to come
by. The result is thus inconclusive.

5.2 UDRP=Fair?

5.2.1 Rough Justice

There has been much debating and discussion as to whether the UDRP is a
fair and unbiased procedure. Professor Milton Mueller of Syracuse
University published the first report on the outcome of the first 500 cases
decided under the UDRP, with partial information on an additional 700,
cases in November 2000. Mueller is known to be a strong critique of
ICANN but he is also a panellist with WIPO. According to Mueller the
intention was never that the UDRP should be applicable to every kind of
domain name dispute that may arise. It was simply a cheap and easy way for
resolving the least complicated and most clear-cut cases.170 This was set out
from the beginning by WIPO in the Final Report.171 The concern that
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Mueller does raise is that the positive results of the UDRP in lowering the
costs and making it easier to get hold of abusive registrations at the same
time increases the possibilities for RDNH.172 

5.2.1.1 Case allocation and outcome
The most interesting part of the report is the section on case outcome in
which Mueller hold complainants as the big winners of the UDRP since they
win 80 % of the cases while respondents only have a 19.5 % success rate. It
is only natural that trademark holders are more successful than their
counterparts but it is the size of their success that Mueller holds out to be
somewhat disquieting. Mueller found that out of the four Providers
approved by ICANN at the time of the report only three of them (WIPO,
NAF and eRes) had decided enough cases for a statistical basis to exist. Out
of the 934 cases examined 493 had been decided by WIPO, 355 by NAF and
merely 86 by eRes and the success rate of the complainant was at least 50 %
higher with WIPO or NAF compared to eRes which is a possible
explanation for the difference in case allocating. In the case of respondent
default there is an even larger discrepancy between the different Providers
where respondents win about 22 % of the cases with eRes when only the
complaint is available while the corresponding figure is just 1 % with WIPO
and NAF.173 Mueller is of the opinion that the result of this case-allocation
was a directly contributing factor to the demise of eResolution.174

Muller lists four possible explanations for the difference in case allocation
and case outcome between the different Providers. The first factor
considered by Mueller is price. In other areas such as competition law price
is a common factor for determining market shares. The reaction to an
increase in price is usually that consumers choose to get their goods from a
provider that offers the same or similar goods at a lower price. The provider
with the lower price thus increases his market share at the expense of the
more expensive competitors.175 In the case of the UDRP this does not appear
to be the case since the least expensive Provider eResolution had the lowest
market share at the time of the report. WIPO on the other hand which was
the most expensive Provider for one or two domain name disputes, the most
common type of dispute, had the without doubt largest market share.176

Price was considered a good way of generating competition between the
Providers in the Final Report although it does appear that it has been proven
wrong.177

The second possible explanation for the distorted situation is the likelihood
of case outcome. If complainants realises that one or more Providers are
                                                
172 Mueller, Rough Justice, p. 6.
173 Mueller, Rough Justice, p. 10-12.
174 E-mail correspondence with professor Mueller, on file with author.
175 Jones, Alison & Sufrin, Brenda. EC Competition Law: Text, Cases and Materials, p. 44-
48.
176 Mueller, Rough Justice, p. 15.
177 Final Report of the First WIPO Internet Domain Name Process, p. 67.



46

more likely to find in their favour it is likely they will select that Provider
for a future dispute. It is clear from the data compiled by Mueller that a
complainant that filed a case with WIPO or NAF stood a better chance at
winning the case than a complainant that chose eResolution.178

The third possible explanation presented is that geographical origin of the
complainants will have an impact on the Provider they chose. The United
States had the largest number of complainants in the cases studied by
Mueller and the majority of them chose NAF as their Provider while WIPO
got 77 % of the non US cases. When looking at actual numbers the majority
of cases filed with WIPO still come from the US. eResolution on the other
hand got 63 % of its cases from US parties but in actual numbers it is only
31 cases. Since NAF is based in the United States geographical origin may
be a possible explanation why they got most of their business from domestic
complainants and the same applies for WIPO based in Geneva with regard
to non-US complaints. Something which somewhat contradicts this is the
fact that WIPO, despite its location, got 60 % of its business from US
complainants. It is thus difficult to finally say whether or not origin of
complainants does play part in the choice of Provider.179

The speed at which decisions are made are also a factor that according to
Mueller may be the reason why a certain Provider is chosen as supposed to
any of the other. In the report Mueller found that it generally took
eResolution longer than it took other Providers to render a decision and this
might be a reason for the small market share of eResolution. What
contradicts the effect of time is the fact that WIPO normally required 45
days to conclude a proceeding while NAF only needed 37 days and despite
this the market share of WIPO is similar or even larger than that of NAF. As
a result of this Mueller is doubtful about the importance of time when
choosing Provider.180

Out of these four possible explanations Mueller found that the one most
likely to have any real effect on the complainant in choosing Provider is that
of possible outcome. Considering the standing of WIPO and NAF as the
Providers most likely to find in favour of the complainant it is not too far-
fetched to claim that price is of no or minor importance. When it comes to a
choice between WIPO and NAF the only factor affecting a choice appears to
be the complainant’s country of origin.181

5.2.1.2 Proposals
Milton Mueller presented some procedures that might remedy the problem
of forum shopping and ultimately panellist bias.
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The first possible solution to the problem is the random selection of
Provider for every new case. This way none of the indicators just mentioned
would be a problem since the Providers would not compete against each
other. There are mainly two problems with this proposal as Mueller pointed
out himself. First of all a provider may be less efficient than others and
charge higher fees but still be allocated a certain number of cases. The
second problem is one that probably has to do with Mueller’s opinion of
ICANN. Should the allocation of cases be on a random basis there is a risk
that ICANN would have to be more active in the control and standardization
of the dispute resolution procedure, something which Mueller is very much
against.182

The second possible solution is the introduction of an internal appeals
procedure within the UDRP. The only real possibility of escaping the forum
shopping problem would be for the respondent to chose the forum for the
appeal but as Mueller correctly pointed out this might just lead to further
forum shopping situations where a respondent chooses a forum that is
known to be more unfavourable towards trademark holders. The idea of the
UDRP as a fast and cheap way of dissolving disputes would also be lost in
the event of an appeal since that would increase the costs and time spent
considerably.183 Although there would be problems with an appeal the kind
of diverging decisions that has emerged from the Providers almost require
some form of reconciliation process or the whole point of having a uniform
policy is lost since the application of the policy differs so much. While an
appeals-procedure sounds pleasing the Final Report actually rejected such an
option as redundant and unnecessary due to the possibility of taking the
dispute to a court of competent jurisdiction.184

The third and last proposal is that the domain name registrars should be the
ones electing the Provider for a dispute. Mueller found this option the one
“best suited to the self-regulatory, private-sector model of Internet
governance”.185 It is undeniably so that there will probably always be
differences between Providers but that is the risk involved when multiplicity
of choice is desired. Mueller claimed that since registrars are not particularly
interested in changing domain names all the time and since trademark
holders are important clients to them they would try and find a balance
between Providers that are either pro complainant or pro respondent. The
registrar would also have the possibility of choosing several Providers to
handle the domain name disputes that arise with one of their clients
involved.186 There are two possible problems with such a solution. If a
registrar has to choose between trademark holders and other customers there
is probably little doubt that registrars would stay with the more influential
and wealthy trademark holders. Should that occur registrars that are more
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complainants friendly might arise and in turn only choose Providers likely to
protect their interests, i.e. the interests of trademark holders. In such a
situation ICANN would be forced to perhaps revoke the approval of either
registrars or Providers but this would probably lead to ICANN gaining
power and influence and as Mueller stated earlier this is not acceptable. The
second problem is a situation where the registrar has elected several
different Providers to handle their disputes. How is an individual case going
to be allocated to a certain Provider? If it is done randomly then similar
problems to the ones mentioned above might occur. If someone has to
choose nothing has been accomplished since as long as someone has to
make a choice all those forum shopping issues mentioned by Mueller will
once again be relevant. The option of involving the registrars in the dispute
resolution process was rejected by the Final Report, which stated that the
only involvement required from registrars was that of decision-
implementation.187 

5.2.1.3 RDNH
One result of the UDRP that Muller finds troubling is that of reverse domain
name hijacking or RDNH. Since the elements required for a finding of bad
faith and unfair use have been interpreted in such an extensive way by
panellists the system is open to abuse by trademark holders who might go to
great lengths to protect their property rights. There has been some response
amongst the panellists towards alleged RDNH but they are still reluctant to
brand a certain trademark holder as a reverse domain name hijacker.188

In conclusion Muller found, despite his many objections, that the UDRP is a
well-drafted and useful policy although its application has created some
unexpected and perhaps undesired results.189

One critic of Mueller claimed that his view of the UDRP was “..overly
pessimistic.” and that “..evidence of bias toward complaining parties is, at
best, inconclusive..”.190 While the Rough Justice report only dealt with quite
a small number of cases a later report would be more comprehensive.

5.2.2 Fair.Com?

Michael Geist, a professor of law at the University of Ottawa, followed up
on professor Mueller by publishing a more detailed study in August of
2001.191 The new report goes into more detail in examining the decisions of
individual panellists and the different consequences of case outcome. The
studied material contains some 3000 disputes involving in excess of 6000
domain names and even though these numbers are small compared to the
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total number of registrations carried out each day and the total number of
domain names registered so far the result is non-the-less useful in an attempt
to evaluate the Policy. 

The data in the report covered decisions from the first ever UDRP case,
WWF v Bosman, to decisions released as of July 7 2001.192 Of the 3094
cases reviewed by professor Geist 90.5 % were brought in front of a single
panellist with the remaining 9.5 % facing a three-member panel.193 It
appears that the English language continues to be the most important
language on the Internet since 99 % of the cases were rendered in English.194

While English is the natural language for most of the Internet there are
growing numbers of domain name registrants around the world that do not
have English as their first language and therefore may encounter problems if
involved in a domain name dispute.

The number of panellists involved in the 3094 cases were 309 and 25 of
them were registered with two or more Providers. These 25 panellists were
involved in 16 % of all UDRP decisions and complainants enjoyed a success
rate of 78 % in these cases. As of July 7th 2001 WIPO and NAF had a total
of 92 % of the UDRP-market for domain name disputes while eResolution
had to settle for 7 % and CPR only had 1 % of the market.195 

5.2.2.1 Three-member panels
The most telling result of the study is that of three-member panel cases. In
these disputes, making up only close to 10 % of the total number of
disputes, complainants won about 60 % of the cases. When this result is
compared to those of single panellists the situation becomes clear. In a
single panellist case the complainants won almost 83 % of the cases while
that number dropped significantly in a case with a three-member panel.
There were even larger discrepancies if individual Providers are considered.
The NAF, which at the time of the report had a complainant success rate in
excess of 85 %, dropped to a situation where complainants won just 51,9 %
of the cases. Similar differentials applied to all Providers although the
differences were not as large as those of NAF.196

Geist suggested that the most likely reason for this outcome would be that
respondents in three-member panel cases usually felt they had a fairly strong
case and were therefore willing to bear the costs of a three-member panel.
One would also assume that the default rate was quite low in these cases.
The truth as it turned out was quite different. Out of the 292 three-member
panel cases involved in the study only 238 revealed which party had
requested a three-member panel and in 62 % of the cases the requesting
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party was the complainant. Neither the assumption concerning default-
situations was true since 24 % of the respondents in these cases actually
defaulted and out of the default cases complainants won all but one. The
surprising outcome of this was that when default-cases had been removed
from the statistics complainants only won 45 % of the cases. It was unclear
why single panellists reached such different results compared to their
colleagues, or even themselves for that matter, when they were involved in
three-member panels.197 According to Geist the results of the study
prompted two important questions. First of all why were there such a
dramatic difference in case outcome if there was no difference in the
strength of the respondent’s case compared to single panellist cases?
Secondly, why would a complainant have selected a three-member panel
when the success rate with a single panellist was considerably higher? Geist
was of the opinion that the inconsistency in UDRP decisions so far has been
a contributing reason for both complainants as well as respondents to select
a three-member panel. Both parties have been concerned with bad decision
and therefore felt that a larger panel would offer better protection against
“bad law”.198

Geist presented three elements that may explain why the larger panels have
been considered trustworthy. The first element was that the risk of
misinterpretations and misunderstandings are reduced with a three-member
panel. While this is true all legal systems that prescribes for a single judge
always face the possibility that the judge may misinterpret or misunderstand.
The second element was that a panellist in a larger panel would have to
justify his or her decision before the other members of the panel. Although
this allows for panellists to correct misinterpretations by their fellow
panellists the three-member panel may at the same time result in a situation
where two panellists disregards the third member of the panel. The third part
of Geist’s explanation was that when a panel of three is chosen the
respondent is much more influential in the selection-process. In a case
decided by a single panellist the Provider is very influential when
determining which panellist is actually chosen for an individual case. In the
three-member cases the situation is very different with both parties wielding
much greater power over the selection of panellists. A further factor that has
to be taken into consideration is that when choosing any of the three
members all panellists listed with any of the approved Providers are
available.199

These results would suggest that a three-member panel should decide all
cases but this would both increase the costs, especially for the respondent
who does not have to pay any procedural costs in the case of a single
panellist, as well as the time that it takes for a decision to be rendered. This
might be contrary to the original objectives of the UDRP but since there is
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clear evidence that the larger panels comes to different conclusions this may
be the price we will have to pay for consistency and predictability in the
system.

The results of the three-member panels as opposed to single panellist
decisions indirectly question the selection-process of single panellists. While
the UDRP itself is silent on the issue of panellist selection one would
imagine that the supplemental rules of the providers would be more
revealing but that is not the case.  The only place in the Policy or Rules that
mentions the selection of a single panellist is the ICANN Rules section 6(b)
which prescribes that once a complainant has chosen a specific Provider to
handle the dispute the provider is charged with appointing a panellist from
their roster of registered panellists. The only Provider that has any more
precise rules about appointing a single panellist is the ADNDRC who
stipulate that in the case of a single panellist and a response from the
respondent “the sole Panellist will be the highest mutually ranked Panellist
on the list of five (5) Panellists that will be provided to each Party within
three days”.200 Since the ADNDRC is the latest Provider to become
accredited by ICANN it possible that they have listened to some of the
criticism forwarded.

5.2.2.2 Panellist selection
The Providers are supposed to select panellists randomly but there is data in
the report produced by professor Geist that suggests otherwise. The
supplemental rules of the Providers does only in certain circumstances
mentioned above in section 3.3.2 provide information concerning the
selection of panellists and information regarding that process is not readily
available anywhere else. Despite the scant information there are nonetheless
indications, at least concerning the NAF, which suggests that panellist
selection is anything but random. Out of the NAF 966 cases included in the
study that had been decided by a single panellist six panellists delivered 53
% of the decisions. These cases are equal to about 18 % of all the cases
decided under the UDRP. Out of these six panellists five had a complainant
success rate in excess of 93 % while the least complainant friendly panellist
only found in favour of the complainant in 81.5 % of the cases. 

In a system where several different Providers apply the same basic rules one
cannot object to the working of one without comparing it to the other. WIPO
and, the then operating, eResolution had supplied their six busiest panellists
with just over 17 % of their single panellist caseload. This is a quite clear
contrast to the huge numbers associated with NAF. The busiest NAF
panellist, James A. Carmody, single-handedly decided over 14 % of the
NAF caseload. This should be compared with the busiest WIPO panellist,
Sir Ian Barker, who decided about 3.5 % of the WIPO caseload. Although

                                                
200 ADNDRC Supplemental Rules Article 8 (4). Both the Beijing and the Hong Kong Rules
contain the same rule. Available at http://www.adndrc.org/adndrc/index.html, last visited
January 5th 2003.
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the WIPO caseload is considerably larger than any other Provider the figures
are in absolute numbers even more revealing. While Sir Ian Barker decided
64 cases James A. Carmody decided 148 cases. Out of the six busiest NAF
panellists four decided more cases than the busiest panellist with WIPO.201

Default cases are a source of much debate regarding the fairness of the
UDRP and the outcome of default cases are usually in favour of the
complainant. James A. Carmody decided 114 cases out of 148 in default
proceedings. Not all panellists have such a high percentage of default cases
and Paul Dorf, NAF’s sixth busiest panellist only decided 10 default cases
out of a total 54.202

A further matter that contradicts random selection of panellist is, according
to Geist, the fact that certain panellists that have been participants in three-
member panels never have been selected for single panellist duty. Professor
Mueller, the author of Rough Justice dealt with above, and a California
attorney, G. Gervaise Davis III, have never been selected as single panellists
despite the fact that WIPO in total has decided 1629 single panellist cases.
Since they both have a very low complainant success rate it is no surprise
that they have been passed over. They have according to the data in the
study been involved in a total of 40 cases, all three-member panels, with a
combined complainant success rate of just 27.5 %.203

5.2.2.3 Reactions to the study
The study provoked reactions among the trademark industry and Providers
with M. Scott Donahey, the third busiest panellist at WIPO, delivering the
most direct response in “The UDRP – Fundamentally Fair, But Far From
Perfect”.204 Donahey claimed that the findings on default cases presented by
professor Geist were highly erroneous. According to Donahey there was no
difference between the different Providers as to the success rate of
complainants when default cases had been removed from the statistics. He
therefore claimed that the conclusions reached by Geist were wrong.205

What Donahey failed to deal with was the fact that NAF and WIPO did not
appear to select panellists randomly. The NAF published a statement along
with a reference to Donahey’s comments where they stated that “ [t]he
bottom line: when the data is analyzed fairly, the UDRP procedures and case
outcome reflect fairness and remarkable consistency in the decisions of all
panellists.”206 Professor Geist released an update on the first report in March
2002 that responded to the critique of Donahey and others.207This second
report included all cases decided as of February 18th 2002. The updated

                                                
201 Geist, Fair.com?, p. 35.
202 Geist, Fair.com?, p. 25.
203 Geist, Fair.com?, p. 26.
204 Donahey, M. Scott. The UDRP – Fundamentally Fair, But Far From Perfect. Hereafter
Fair, But Far From Perfect.
205 Donahey, Fair, But Far From Perfect, p. 1-4.
206 http://www.udrplaw.net/DomainNews2.9.htm, last visited January 5th 2003.
207 Geist, Michael. Fundamentally Fair.com? An Update on Bias Allegations and the
ICANN UDRP, hereafter Fundamentally Fair.com? An Update.
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information revealed statistic almost identical to those of the original study.
Geist found that with default cases removed from the statistic the difference
between Providers were still the same was it a single panellist or a three-
member panel. Although the complainant win percentages dropped with the
exclusion of default cases there were still, according to Geist, evidence of
forum shopping since the difference between the two larger Providers,
WIPO and NAF, and eResolution stayed about the same. With eResolution
now out of business there is an even greater risk of forum shopping since the
situation has presented a golden opportunity for WIPO and NAF to increase
their market shares at the expense of the existing smaller Providers approved
by ICANN and the Internet community.208 

Considering the recommendation by the Final Report to use three-member
panels for all disputes the findings of professor Geist would suggest that the
success-rate of the complainant might have been quite different had those
panels been a mandatory feature of the Policy.

5.2.3 Rough Justice 2 – Success by default

Professor Mueller in a report released in June this year has dealt with the
issue of respondent default.209 As the material previously discussed have
indicated respondent default is an important issue for both the effectiveness
and fairness of the UDRP. If too many cases decided are default cases it will
be difficult to draw any proper conclusions about how effective the UDRP is
in dealing with the problems it was designed to combat, i.e. cybersquatting.
At the same time a process that involves too many default decisions also
threatens key fairness issues because the reasons for defaulting are not
explained. The lack of a proper appeals procedure also makes the UDRP the
only situation where the domain name holder may defend his or her
registration should a civil action not be initiated.

5.2.3.1 Default
The report dealt with several different issues and the most interesting is
default cases and the role of precedents in the UDRP. Out of the 3,362 cases
included in the report an astonishing 52 % were default cases and the default
rate in the data compiled by professor Geist was even higher at 54 %.210

According to professor Mueller the outcome of a case very much depends
on whether or not the respondent participated in the process or not. Should
the respondent not be content with filing a response but endeavour to pay
the fee for a three-member panel the outcome of the case is highly
uncertain.211

                                                
208 Geist, Fundamentally Fair.com? An Update, p. 8.
209 Mueller, Success by Default, see note 166.
210 Mueller, Success by Default, p. 15.
211 Mueller, Success by Default, p. 15.
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Since the outcome of a default case is most likely to favour the complainant
the large number of default cases within the UDRP may be a contributing
factor to the high success rate of complainants. Before this conclusion may
be drawn it is proper to question the reason for the large amount of defaults.

The first category of default cases is that involving cybersquatters. Those
cybersquatters involved in the largest number of cases have a default rate
between 60 and 100 %. They usually do not see any reason for challenging a
complaint, it would quite simply cost too much for their business ventures to
generate a profit.212

This should not be perceived as a negative result of the UDRP since it is
exactly what it was intended to do. Remove the incentives for cybersquatters
to register and park domain names, with the intent of holding the trademark
holder ransom, by making it mandatory to comply with an administrative
procedure that will increase the costs for the domain name registrants to a
level that exceeds any profit that could have been made from the registration
and sale of domain names.213

While the intention was to fight cybersquatters numerous innocent domain
name registrants are caught by the bad faith criteria of the UDRP simply
because they default on their responses. The reasons for default in these
situations may be several ranging from lack of financial resources to fight
for the domain name to situations where the domain name holder has not
been able to read the complaint because he has been out of town etc.
According to Mueller as much as 25 % of all default cases may be situations
where there is no clear finding of bad faith. This circumstance has facilitated
the increase of RDNH cases.214

5.2.3.2 Precedents
Arbitration is a kind of dispute resolution that is most commonly considered
as an Ad Hoc decider of disputes. What is referred to is the fact that a case is
dealt with on the basis of that case and the facts of that case alone.
Precedents do not appear to be of any importance. The UDRP on the other
hand seems to, at least in practice, embrace the idea of precedents.
According to professor Mueller the parties always cite other cases in their
submissions rather than any national laws on intellectual property or
national or international case law.215

The Final Report explicitly prescribed that decisions should not have the
power of precedents in national courts.216 As far as precedents concern the
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Policy itself the Final Report was not absolutely clear but it did suggest that
precedents should be part of the UDRP.217

While precedents may or may not have been intended to feature in the
UDRP they do not automatically result in problems with fairness. What does
suggest that their might be issues of this kind is the fact that out of the 20
most commonly cited cases decided under the UDRP all were won by the
complainant and only four cases involved a response, the rest were default
cases. There is no doubt that important principles and rules may be involved
in every case but it does appear somewhat odd that none of these principles
were in favour of the respondent. Among these 20 cases the respondent did
not have many sympathisers and among the 50 most cited cases respondents
only won two.218

A further problem is that the scope of the UDRP has been expanded through
the use of precedents, both with regard to the kind of cases to which the
UDRP is applicable as well as the factors defining bad faith.219 In several
cases220 personal names and geographical indicators have been used as
rights that legitimate the transfer of domain names despite the fact that the
Final Report rejected this.221

5.2.4 Summary

As the studies of professors Mueller and Geist and the reactions they
provoked shows the questions concerning fairness may receive different
answers depending on how the data is analysed. It is not debatable that
complainants have a much higher success-rate than respondents and there is
nothing particularly wrong with such a finding. A matter of more concern is
the large number of default-cases appearing every year. While it may not
come as a surprise that people responsible for abusive registration default on
their responses there are other groups that compared to the cybersquatters do
not know that they have registered the trademark of someone else. This
group was originally not intended to feature in the UDRP as the Final
Report so clearly expressed but since the scope of the Policy has been
expanded this group of good-faith registrants has been caught by the Policy.

                                                
217 Final Report of the First WIPO Internet Domain Name Process, p. 65.
218 Mueller, Success by Default, p. 19.
219 Mueller, Success by Default, p. 19-22.
220 See for example Julia Fiona Roberts v. Russel Boyd, WIPO D2000-0210 and Madonna
Ciccone, p/k/a Madonna v. Dan Parisi and ”Madonna.com”, WIPO D2000-0847. Compare
to Gordon Sumner, p/k/a Sting v. Michael Urvan, WIPO D2000-0596 where a transfer was
rejected. For geographical indicators see Excelentisimo Ayuntamiento de Barcelona v.
Barcelona.com Inc, WIPO D2000-0505.
221 Final Report of the First WIPO Internet Domain Name Process, p. 53.
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6 UDRP review and proposals
for change

6.1 DNSO Task Force Questionnaire

The Domain Name Supporting Organisation (DNSO)222 is an organisation
charged with supervising ICANN. A Names Council Task Force was
appointed to undertake a review of the UDRP. One of the features of this
review was a publicly available Questionnaire.223 The answers to this
questionnaire were not publicly available so summaries of the answers
available at a DNSO website had to suffice.224 Even though several of the
answers were summarized not nearly all of them were available and it was
therefore somewhat difficult to analyse the result of the review
questionnaire. Despite this some very clear trends about the way the UDRP
is perceived were still available. Information about the current status of the
review was requested from the chairman of the review committee, J. Scott
Evans, but he was not able to release any such information since the final
report has not yet been finalised. 

Of the 60 or so responses that were included in the summaries studied at
least 30 % were written by complainants or councils representing them
while respondents represented about 17 % of the answers although
responses sympathetic with domain name holders were found in other
answers predominantly delivered by persons calling themselves “Internet
users”. It was evident that the position, in the domain name process, of the
person who delivered the answers coloured the way the questions were
answered and the attitude towards ICANN and the UDRP. While this was
true regarding most of the questions there were also a surprisingly large
number of contradicting answers and answers which would suggest that the
respondent to the questionnaire did not really understand the functioning of

                                                
222 http://www.dnso.org/, last visited January 5th 2003. The responsibilities of DNSO have
now been taken over by the Generic Names Supporting Organisation.
223 The questionnaire is available at http://www.dnso.org/dnso/notes/20011107.UDRP-
Review-Questionnaire.html, last visited January 5th 2003.
224 The answers are available through a DNSO archive and can be found at
http://www.dnso.org/clubpublic/nc-udrp/Arc00/doc00041.doc,
http://www.dnso.org/clubpublic/nc-udrp/Arc00/msg00315.html,
http://www.dnso.org/clubpublic/nc-udrp/Arc00/msg00318.html,
http://www.dnso.org/clubpublic/nc-udrp/Arc00/msg00316.html,
http://www.dnso.org/clubpublic/nc-udrp/Arc00/msg00320.html,
http://www.dnso.org/clubpublic/nc-udrp/Arc00/msg00340.html,
http://www.dnso.org/clubpublic/nc-udrp/Arc00/msg00341.html,
http://www.dnso.org/clubpublic/nc-udrp/Arc00/msg00383.html,
http://www.dnso.org/clubpublic/nc-udrp/Arc00/msg00345.html, and
http://www.dnso.org/clubpublic/nc-udrp/Arc00/msg00349.html, all last visited January 5th

2003.
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the UDRP. A further problem is that many answers have only been partially
completed which would suggest that maybe the questions themselves were
too difficult to understand. Only those questions that affect the effectiveness
and fairness of the UDRP will be dealt with below.

No matter who the respondent might be it is clear that the reasons for
choosing the UDRP in the event of a domain name dispute is the speed with
which decisions are made and the relatively low costs of the proceeding
compared to normal litigation. When a complainant chooses a provider the
most important factor is the reputation of the Provider. Since the
complainant is interested in “getting his name back” he is most likely to
choose a Provider with a reputation of being complainant friendly and as
Mueller and Geist have already shown above the UDRP is no stranger to
forum shopping.  

Something that contradicts the suggestion that the UDRP should be too
complicated is that an overwhelming majority of those that answered the
question thought that the process was sufficiently clear. At the same time a
majority of those that responded felt that the panellists were impartial and
experienced. This last fact may be a result of the fact that 30 % of the
respondents represents trademark holders or their lawyers who wins up to 80
% of all the UDRP disputes depending on Provider.

The next interesting question deals with which party should select the
Provider. As mentioned earlier in section 5.2.1.2 Mueller discussed some
different solutions in Rough Justice and were of the opinion that the best
solution would be for the registrar to select Provider. The answers to the
questionnaire are inconclusive with 13 respondents favouring complainants
and only seven who support the respondent although this discrepancy is
probably a result of the occupation of the persons submitting responses.
What is more interesting is that nine answers favours a random selection
while 11 would like to see the parties choosing the Provider together. There
is no doubt that this would be the most equal alternative and as such perhaps
the most fair as well but due to the fact that under the current structure of the
UDRP the respondent is not involved until he or she receives a complaint
from the Provider the entire structure of the UDRP would have to be
changed in order for this option to work. A further problem is that many
domain name holders provide false information to the registrar or default
and in those situations the complainant would still be the only one available
to choose a Provider.

Something which has been discussed extensively above is the fact that the
parties cannot amend or complement their submissions to the Provider and
are thus not able to react to new circumstances or allegations of the other
parties complaint or response. There seams to be a general consensus among
the answers that both complainants and respondents should be able to amend
their submissions and the reasons for allowing this has mostly to do with the
fact that the respondent may raise new issues in the original response which

Andreas Paulsson
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the complainant must be allowed to give their view on and finally the
respondent must be able to react to the second submission of the
complainant. It is not at all clear if both complainants as well as respondents
should be allowed to make amendments although the answers were in
favour of providing both parties with this opportunity.

The ICANN Rules on the application of the UDRP are supplemented by the
Providers’ own rules as mentioned in section 3.3.2 above. These rules do not
have to be uniform as long as they do not come into conflict with the UDRP
or the ICANN Rules. The supplemental rules of the Providers, and certainly
those of NAF, have been the subject of much criticism and there is almost
unanimity among the respondents to the questionnaire that the supplemental
rules should be uniform.

Under the present regime the decisions of the different Providers have to be
located individually at each Providers website and a clear majority of the
answers called for a publicly available central archive where all the decision
are available so that one does not have to search for decisions on several
different websites. There are other issues concerning the public availability
and public character of documents that receive similar treatment by the
respondents. Many of the answers argue that the submissions of the parties
and the decisions should be publicly available just like in a normal court of
law but the problem is that the Providers are no ordinary courts and the
UDRP is no ordinary law. They are both private initiatives governed by
contract. This very fact is the reason for many of the issues that have been
discussed so far as well as a cause for much of the hostility towards the
UDRP which is mostly directed at ICANN itself and thus indirectly at the
US government that originally delegated the power to supervise the gTLDs
to ICANN.

Following a question on precedents there was one concerning the preclusive
effect of decisions. It is interesting that there was a greater majority in
favour of a giving the UDRP preclusive effect than there was in favour of
making precedents part of the UDRP. One would expect the same people
who want a decision to have a preclusive effect to also be in favour of
decisions having precedential value since the two issues are closely
connected.

The possibility of appeal, or more accurately the lack of such a procedure,
has been discussed earlier and the responses to the question whether the
UDRP should incorporate an appeals procedure did not really point in any
particular direction. There was a small majority in favour of an internal
appeals procedure but in actual numbers it was only three more votes. The
reason for this is quite possibly the background of the respondents. A
trademark holder or council for the complainant is not likely to be in favour
of changing a system that so far has served them very well and thus
introduce an element of uncertainty where the domain name holder might
get more influence over the choice of venue and Provider. The domain name
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holder and Internet advocates on the other hand have so far been the least
successful side and as such are likely to require greater possibilities of
getting their issues tried in a different forum or in front of a different panel.
The suggestions for how the appeals process should work did not generate
many answers but the most prominent one advocated a solution with three-
member panels for the appeal.

The was a majority in favour of disqualifying panellists from representing
parties in UDRP proceedings, something fully possible even today. There
was also a majority in favour of disqualifying a panellist’s law firm from
representing a party in a UDRP proceeding although the majority in favour
of such disqualification was somewhat smaller than the one in favour of
disqualifying panellists. This may possibly lead to a situation where one
panellist is popular and in great demand and because of that a law firm that
said provider belongs to risk exclusion from any future case involving
domain name disputes.

Reverse Domain Name Hijacking is also dealt with in the questionnaire but
due to the fact that such a low percentage of the respondents actually
answered this question it is difficult to draw any clear conclusions from it.
One thing that is visible, and this applies to many of the other questions in
the questionnaire as well, is that opinions about problematic areas are
common but there are rarely any viable proposals for how to change the
system. Much criticism has been presented be disgruntled respondents in
UDRP proceedings and it is truly rare that the criticism is constructive in
any way. It is more likely that the critique involves defamation of ICANN
and trademark holders.

An important factor when discussing the effectiveness of the UDRP is the
elements that has to be fulfilled for a finding of bad faith. According to the
current wording of the UDRP a complainant has to show both bad faith
registration and use. A clear majority of the answers were of the opinion that
either bad faith registration or bad faith use is enough. On the other hand
one has to be careful in drawing conclusions from the answers to this
question since many did not submit an answer and several answers suggests
that the respondent did not fully understand the question.
Some of the Panellists contacted by this author favour a change to a system
where either bad faith registration or use is required as opposed to the
current wording of the Policy.225

The current fee structure was dealt with in several questions but the number
of answers were too few for any real indication as to the level of the fees.

The suggestion that the UDRP should be expanded to cover further
situations of domain name conflicts was not popular among the respondents
although there were, among those who answered, a majority in favour of

                                                
225 E-mail correspondence with WIPO-panellists on file with author.
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extending the UDRP to cover ccTLDs as well. As with many other
questions there were too few answers for any proper conclusions to be
drawn.

6.2 Proposals for change

There have been many proposals from various people involved in domain
name disputes and most of them have concerned the way Providers and
panellists are selected. The panellists contacted were of the opinion that the
UDRP so far has functioned rather well and most of the areas where they
require change have to do the material scope of the Policy and what kind of
disputes it should apply to.226 In order for the proposals to be properly
commented no comments will be made in the summary of the chapter but
instead after any relevant proposal presented.

As mentioned earlier in the section on Rough Justice, the 2000 report
presented by professor Mueller, several proposals for change very presented.
The most important feature of the report was the issue of forum shopping
and three possible solutions were presented including random selection or
Provider, an appeals process and Providers selected by domain name
registrars. As mentioned in section 5.2.1.2 Mueller who settled for the third
option rejected the first two.

In his first report professor Geist presented several recommendations for
reform, mostly dealing with the selection and composition of panels. The
first recommendation is that three-member panels should be a mandatory
feature of the process. While there have been many proposals for change
ranging from panellist accreditation instead of providers227 to the use of
juries228 a favoured solution of professor Geist is the introduction of
mandatory three-member panels. According to Geist the most important
issue is not Provider selection but rather panellist selection.229 A reason for
not introducing juries is that the cause of many shortcomings with the
current state of Internet governance is the fact that the power of ICANN
originates with the US government and this certainly does not favour the
introduction of legal remedies most commonly connected with the American
legal system. There is no need to further nationalise the governance of the
Internet when the exact opposite is desired among large groups of the
Internet society. The three-member panels proposed by Geist should be paid
in full by the complainant while both parties would have influence when
panellists are selected, something which is already reality when the larger
panels are chosen. As to the cost issue Geist argues that even if the
complainant should have to bear the costs of a three-member panel it would
still result in a lower total cost than would be the case had a civil action been
                                                
226 E-mail correspondence with WIPO-panellists on file with author.
227 Berryhill, John. The UDRP Provides Disputable Resolution Incentives.
228 Post, David G. Juries and the UDRP.
229 Geist, Fair.com?,  p. 28.
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brought. While this might suggest that the respondent would escape the
burden of paying fees the legal representation usually involved will lead to
noticeable costs for both parties.230 Considering the more balanced result of
the three-member panel decisions included in the report, mentioned above in
section 5.2.2, choosing this composition is an appealing solution although
paying fees that are double the original sum may be a heavy burden for
small companies trying to protect their trademark. The UDRP would
probably still be available at a lower cost than a civil action but the truth in
such an assertion depends on which country you compare to. Should the
civil action have been initiated in the United States or the United Kingdom
the assertion is probably true but there may be countries where the legal
costs are considerably lower than these countries famous for their open
attitude towards litigation and fair sized damages. 

While many trademark attorneys and panellists have been highly critical of
the reports issued by professors Mueller and Geist they non-the-less realise
that the UDRP is in need of a make over. M. Scott Donahey, one of the most
popular WIPO panellists, who criticised professor Geist for labelling UDRP
as unfair does agree that there is urgent need for a change. In an article from
February 2002 he held that “[i]f the system is to gain the acceptance and the
respect of the public, it must not only be fair, but must also appear to be fair.
This may require soma modification in the make-up of the panel, the nature
of the process, or the way in which cases are assigned”.231 While he agrees
that a three-member panel is a favourable option he considers that cost is an
issue and that a single panellist may be appointed with the input of both
parties. This solution involves the parties each choosing one name of a
preferred panellist. The Provider would then add three names to these two,
thus leaving the parties a list of five names they could rank in order of
preference. The panellist that received the best overall ranking would then
be appointed. Donahey fails to address two main issues previously attacked
by several of the reports. First of all the Provider will despite the proposal
exercise a considerable influence over the particular panellist chosen for a
specific case and secondly the legal certainty to which the three-member
panels contribute will be lost if a single panellist system is retained. 
Donahey does provide a quite elaborate proposal for an appellate panel in an
article from February 2001.232 According to the proposal there should be a
tribunal consisting of nine panellists to be taken from the Providers. A panel
of three should normally decide an appeal unless the disputed issue is of
such importance that all nine are required to make a decision in order to
preserve the uniform application of the UDRP. There should be certain
criteria that had to be fulfilled in order for a case to eligible for an appeal.
These includes restrictions on the number of cases that can be appealed in a
given period of time, requirement that a specific number of decisions have
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diverged from others on the same issue and finally that the appellate panel
itself may decide that the issue at hand require the matter to be reconsidered.
The appeal had to be lodged within ten days from the original decision, as
the Policy require regarding cases filed with national courts, and the panel
would then have ten days to accept the appeal and a further 20 days to
decide the case should the appeal be granted. As with most types of dispute
resolution the financial issues are important. The solution most favoured by
Donahey is a combination of fees charged by all domain registrants as well
as by all those initiating a UDRP complaint. A solution whereby all fees are
charged at the time of the appeal would result in a situation where only large
corporations would have sufficient founds for an appeal. The most
intriguing part of the proposal is that of the legal effect of the appellate
decision. Donahey suggests that the decision of the appellate panel should
be binding on future UDRP cases but it should still not prevent a case from
being brought in front of a national court. While the national court may
overturn the original decision of the appellate panel the decision of the court
would not prevent a UDRP panel from once again arriving at the conclusion
that has been overturned by the court.233 This proposal is basically good and
a needed part of the Policy although a system where two separate legal
systems are allowed to exist will create a situation where no one will know
for certain what is the correct legal position and the number of disputes may
increase instead of decrease. It is also difficult to see how a system is
binding when it concerns other parts of the system but it does not have any
effect on the rest of the world. On the other hand why should the UDRP not
be exceptional in this instance? If so many other parts of the Policy and its
application are unique why cannot the appellate function be one of a kind as
well?

Professor Mueller in his last report presented a more procedural change
intended to combat RDNH. Mueller believes that a US$ 1,000 bond that
complainants will have to post at the time of a complaint is an effective
remedy against abusive complaints. Should the complaint be successful the
bond will be refunded. If on the other hand the complaint would fail the
bond is transferred to the respondent. 234

Froomkin has backed this proposal although the latter require a bond of US$
5,000 instead of the US $ 1,000 proposed by Mueller. This proposal is
combined with a possible refund of fees in the event of a three-member
panel and a defaulting respondent. Besides this last part the proposals and
arguments are similar.235

There are two possible objections to such a change. While a bond of this
size may not be a burden to large corporations with resident legal
representation and extensive financial resources small or medium sized
companies may be prevented from submitting complaints should further

                                                
233 Donahey, Journal of International Arbitration 18(1): 131-134, 2001.
234 Mueller, Success by Default, p.18.
235 Ware, 67 Brook. L. Rev. 693-694.
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costs be introduced. The second doubt that this proposal raises is whether or
not the bond may be taken as some form of fine or penalty. It is not just an
issue of being able to get the money to post the bond but should the
respondent win the bond will be lost and due to the highly irregular
outcomes of the case law to date there might be reason for complainants to
hesitate before entering a UDRP proceeding where such a large bond is
involved. Had the bond been imposed by a court of law or a public authority
there would not have been much debate but the power of the panellists are
assigned from ICANN which is a corporation, with authority from the US
government no less, but still a non profit corporation. 

Mueller suggest that as a balance to the former proposal the Policy should
make it cheaper for complainants should a respondent default. In this case
the bond is intended to provide some safeguard against financial insecurity
in the system.236

This proposal is not bad per se and could probably function without the
inclusion of the bond. There is no reason why a complainant should not get
a partial refund should a respondent default. A full refund would not be
appropriate since had the UDRP not existed the complainant would still
have had to file a civil suit with all the costs that such a procedure involves
and in that case there are no refunds. The complainant would thus find a
cheaper solution in the UDRP no matter what.

Michael Froomkin has presented a whole range of proposals but not all will
be dealt with here. Froomkin propose the introduction of a system where the
parties may challenge the appointment of a panellist should allegations of
bias appear. Froomkin also suggests that not only panellists but also the law
firms to which they may belong should be scrutinised.237 
Froomkin appear to be in favour of a system where the registrar is more
involved. One suggestion is that the complaint is lodged with the registrar
who then selects a Provider that takes control over the proceedings although
Froomkin realises himself that this could lead to conflicts of interests at the
registrar level.238

Some of the possible setbacks with such a system have been presented
above in section 5.2.1.2. Rather than having the registrar selecting one or a
couple of Providers why not make the registrar the initial recipient of the
complaint who then forwards it to the parties Provider of choice. All
Providers accredited by ICANN should be available for selection and there
would thus be no need for a registrar to initially select a Provider that serves
their interests and the risk of forum shopping is thus reduced considerably.
While this not only increases the possibility for a dialogue between the
parties the system will also be much more like normal arbitration mentioned
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in chapter 4. Like most other proposals default-situations creates problems
that appears to be almost insoluble.

The last of Michael Froomkin’s proposals that will be dealt with concerns
time. He suggests that the time periods available to the respondent for
posting a response to the complaint should be at least tripled and the clock
should not start until it is proven that the respondent has received the
complaint.239

The objection one might have towards this proposal is that an increase in
time-periods, although desirable, will undoubtedly also increase the time it
takes for a decision to be rendered. This somewhat contradicts the original
objectives of the UDRP, high speed and low costs, but it all comes down to
what features are desirable in a system. Are these fundamental objectives
still desirable or should the system be changed into one with higher costs
and thus less accessibility but higher legal certainly and security. The
question is if all of the above can be combined. It should not be impossible
but due to the many wills involved it might prove difficult.

Hadfield finally asks for a much deeper involvement by the registrars, not
only in the selection of Providers or as recipient of the complaint but also as
a dispute solver themselves. Hadfield means that the registrars themselves
are in a unique position to deliver different non-legal solutions to disputes
through predominantly technical means or clauses in registration-
contracts.240

Requests have been made that some kind of support system should be
introduced to assist the weaker party in the dispute, which in most cases will
be the domain name holder. Several different kinds of assistance have been
presented including, legal help, a dispute ombudsman or technical
assistance.241 Although these proposals are worth mentioning it is important
that they do not result in the domain name holder being victimized and
described as helpless individuals completely at the mercy of large
companies. In many cases the domain name holder is more computer-literate
than the complainant. Should there truly be concerns about the more
practical features of the Policy the proper measure must be to change the
procedure so that these additional resources are not needed. 

6.3 Future challenges to the UDRP

There are several reasons apart from the problems revealed by the reports
dealt with above that will require a change in the procedural as well as the
material rules of the UDRP. Because of the seven new gTLDs introduced by
                                                
239 Ware, 67 Brook. L. Rev. 702.
240 Hadfield, Gillian G. Privatizing commercial law: Lessons from ICANN, 6 J. Small &
Emerging Bus. L. 280.
241 Thornburg, 6 J. Small & Emerging Bus. L. 227.
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ICANN in 2000 the number of potential cases will probably increase, as
trademark holders have to defend their marks on an additional seven fronts.
Since the new gTLDs are not all supervised by ICANN new supervisory
bodies have been introduced which may increase the risk of conflicts and
discrepancies. A further challenge that lies ahead is the process of
developing internationalised domain names able to incorporate for example
Arabic, Chinese and Nordic characters. The International
Telecommunications Union and WIPO are involved in the process of
adapting the DNS to a global standard where different national languages
will be able to be represented in domain names. Although English is still the
predominant language on the Internet many other languages have a strong
presence and once China is truly online English will be challenged as the
ruling language of the Internet.242

WIPO has also presented a report243 in the Second Internet Domain Name
Process which investigated the possible expansion of the UDRP to personal
names, names of international organisations, geographical indicators etc.
These areas were all excluded from the UDRP in the First Internet Domain
Name Process although they have been used several times to grant the
transfer of a domain name. There have accordingly been violations of the
boundaries of the UDRP by the responsible authorities.244

One contacted Panellist also raised several of the possible future conflicts
mentioned above with suggestions similar to many of the ones mentioned.245

6.4 Summary

It is evident that the fundamental attitude towards intellectual property on
the Internet and ICANN, whether positive or not, is decisive when proposals
are presented. Those in favour of intellectual property rights propose
extensions of the scope of the UDRP while those negative suggest the
introduction of further safeguards and legal tools in order to generate greater
rights for domain name holders.

                                                
242 Multilingual Domain Name Symposium December 6 and 7 2001, WIPO Briefing Paper:
Internationalized Domain Names – Intellectual Property Considerations, Annex I.
243 http://wipo2.wipo.int/process2/report/html/executivesummary.html, last visited January
5th 2003.
244 http://wipo2.wipo.int/process2/, last visited January 5th 2003.
245 E-mail correspondence with WIPO-panellists on file with author.
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7 Concluding remarks
The UDRP has now been in force for little more than three years and
depending on who you ask the Policy has been either a success or just
another example of big business suppressing domain name holders. In the
Introduction a number of issues concerning fairness and effectiveness were
mentioned as the main questions to be answered by this thesis. The legal
nature of the Policy was also an issue discussed. 

As far as the legal nature of the Policy is concerned it is considerably easier
to say what the UDRP is not than it is to say what it is. The Policy is not
arbitration, mediation or negotiation although there are traces from at least
arbitration in the current version of the Policy. It does appear that the UDRP
is a sui generis dispute resolution mechanism that mixes the commercial
practices of the intellectual property world with the controlling and
adjudicating aspects of public law. The current legal status of the Policy
goes back to the origin of ICANN and the legal powers delegated from the
US Department of Commerce. The UDRP leaves some powers to the parties
although they are quite limited and most authority is given to the
complainant. At the same time as the legal nature is discussed fairness of the
Policy becomes a relevant issue.

Similar to legal nature the fairness of the Policy is difficult to determine.
There has been much critique about the large market-shares of WIPO and
NAF and allegations that these two Providers should be pro-complainant
and some reports certainly suggest that so is the case. There is always a
danger when the persons judging a conflict are more closely connected to
one of the adversaries. Most panellists for any of the approved Providers are
academics, retired judges or trademark and intellectual property lawyers.
While this may create some distortion in the system who else are best suited
to render decisions in this area? One solution would be the introduction of
mandatory three-member panels that include one member of non-legal
origin. That way other more technical aspects representing the Internet itself
would be represented. Such a solution is especially relevant when the
changes that are about to occur are considered. The competing dispute
resolution measures and internationalised domain names are some of those.
It is quite hazardous though to draw too many conclusions from material
presented by known ICANN and UDRP critics but it does appear that the
selection process of panellists are not always as random as they are meant to
be. It also does appear that normal competitive aspects such as price are not
significant factors when choosing Provider. One thing that has to be
remembered is that the UDRP was introduced to combat abusive domain
name registrations and for that purpose it was quite well suited but through
case law other domain names such as those incorporating geographical
indicators and competing marks have been the subject of transfer. Since
many normal consumers and honest businesses may be caught by such
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decisions it is doubtful if the procedural safeguards of the UDRP are enough
to provide adequate legal certainty and protection for those involved. While
it could and still can be expected that many cybersquatters registers domain
names as some kind of challenge to the system and do not bother to answer
a complaint many normal consumers and other businesses may have the
complete opposite objective. There must be no doubt that trademark holders
should be entitled to protection of their intellectual property assets but such
a protection must not infringe on the equally strong rights of others.
In order for the Policy to be fair changes are required either to what kind of
disputes are within the scope of the UDRP, The Second WIPO Internet
Domain Name Process, or to the procedural safeguards for the protection of
the parties.

Efficiency of the UDRP is equally difficult to determine since one requires a
definition of efficiency in order to measure it. Depending on what definition
is used the UDRP can be branded highly efficient or simply one of many
ways of solving a dispute, none better than the other. It is clear though that
the success of the UDRP, as far as the number of cases filed, is concerned
follows the development of the Internet at large and the number of domain
names registered. It has to be said that considering the actual number of
cases filed with the Providers the UDRP has been quite a success.
Shortly after the introduction of the Policy the growth of the Internet reached
its highest point and so did the number of domain name disputes. As the
bubble burst and the number of registrations declined so did the number of
disputes. It remains to bee seen if the new gTLDs introduced by ICANN will
result in a similar course of events. It is doubtful that the previous explosive
growth will be seen again. One change is probable and that is that trademark
holders will have to defend their marks on even more frontiers. Which one
will be the final? No one knows as the Internet is constantly evolving. 

As far as the administration of the Internet and domain name disputes are
concerned it is evident that a change is required. Many of the flaws of the
present system are caused by the structure of Internet governance with
ICANN being a US company deriving its authority from the US
government. It is understandable that since the Internet is of US origin some
control of the network is desired but due to the global nature of the Internet
and the ever-increasing presence of non-English websites it is time for an
international presence in Internet governance. The shape of such a structure
is beyond the scope of this thesis although the need for change is not. US
law inspires many of the procedural rules of the Policy although it was
originally drafted by WIPO in Geneva. While the English language still
rules the Internet the real world is increasingly becoming a melting pot of
different languages and cultures. In order for a Uniform Domain Name
Dispute Resolution Policy to be truly uniform it must also reflect the
nationalities of those persons having a presence on the Internet. There is
quite a difference between US procedural law and the Asian or African
equivalent but at the moment they all have to abide by the US standards.
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The UDRP was a much welcomed instrument in the fight against abusive
registrations when it came almost three years ago and it is still a useful tool
but as the conditions for domain names and the Internet change so must the
procedures introduced to deal with disputes also change or distortions will
appear.

There have been many proposals for change, some of them better than
others, and there appears to be consensus among both trademark holders,
there representatives and domain name holders or Internet-advocates that the
UDRP is in need of a make-over after only three years. The pace is high on
the information super-highway and change is constantly required.
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Supplement A
Questions sent to Swedish panellists.

1. Are You of the opinion that the ICANN UDRP is drafted in such a way
that it is well suited for solving domain name disputes?
If not, why?

2. Should the UDRP be classified as a form of arbitration or is it more of a
separate form of dispute resolution?

3. Is the UDRP in Your opinion a Policy that treats both parties equally in
the sense that they are both given the opportunity to present their cases?

4. Are You familiar with the reports of professors Mueller and Geist, Rough
Justice and Fair.com? If so, what are Your opinion on the conclusions drawn
concerning distortion in the UDRP and particularly those concerning the
relationship between the large market-shares of WIPO and NAF and the
high success-rate complainants enjoy?

5. Are You of the opinion that some part of the UDRP is in need of a reform
and if so what part or parts?
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questionnaire was sent to all Panellists but since not all responded no names
will be mentioned in order to prevent unnecessary conflicts. Answers used
throughout the thesis are referred to as “E-mail correspondence with WIPO-
panellists on file with author”.
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